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WatwortH ComMpPaANY ET AL v. Moore Drop Forainc Company 
United States Circuit Court of Appeals, First Circuit 
May 17, 1927 


Trape-Marks—INFRINGEMENT—“STILLSON” ON Piree-Wrencues—Descrip- 
tive Term Arter Expieation oF Patent. 

The name “Stillson” as applied to pipe-wrenches manufactured 
by appellants under a patent held to have become a generic term as 
distinguishing wrenches invented by Daniel C. Stillson and therefore 
not a valid trade-mark. 

Same—Same—Same—Recistration Unper Ten-Year Criavse—Fravpv- 

LENT DECLARATION. 

Where, several years before appellants applied to register the 
name “Stillson” under the ten-year clause of the Act of Feb. 20, 
1925, alleging actual and exclusive use for the ten-year period, use 
of the name on pipe-wrenches had been made by a competitor, such 
registration held fraudulent; and appellees counterclaim for damages 
was sustained. , 

SamE—SamME—Sa ME—Cou NTER-CLAIM—PLEADING—ALLEGATIONS OF ANSWER 

Nor Requirep To BE Repeated 1n CounTer-Ciaim. 

Where the specifications respecting the acts committed in ob- 
taining an illegal registration were stated in the answer, plaintiff was 
fully advised as to the basis of defendant’s claim of fraud, without 
the necessity of repeating same in the counter-claim. 

Same—Same—Same—SamE—Ciaim For Damaces in Eauirty Sorr. 

To the contention that a claim for damages cannot be made in 
an equity suit, it is a sufficient answer that, instead of pleading the 
jurisdictional objection, the plaintiff chose to answer the counter- 
claim by a general denial. 


In equity. Appeal from the District Court for the District of 
Massachusetts dismissing plaintiff's bill, and sustaining counter- 
claim for damages. Affirmed. 


Mitchell, Chadwick § Kent, (Oliver Mitchell and Joseph T. 
Brennan, of counsel) all of Boston, Mass., and Hervey, 
Barber & McKee (Arthur Wm. Barber, Clowry Chapman 
and William S. Greene, Jr., of counsel) all of New York 
City, for appellants. 

Louis W. Southgate, of Washington, D. C., and O. Ellery 
Edwards, of New York City, for appellees. 


Before BincuamM, JoHnson and ANpERson, Judges. 





Anperson, J.: The Walworth Manufacturing Company, a 





Massachusetts corporation, manufacturer of pipe-wrenches, steam- 
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fitting supplies, etc., brought this suit for the infringement of its 
registered trade-mark Stillson. The defendant is also a Massachu- 
setts corporation and a manufacturer of pipe-wrenches and other 
forgings. Federal jurisdiction rests on the registration of the 
trade-mark. 

The plaintiff alleges its adoption of Stillson as a trade-mark in 
1869, and its continuous use since; that on April 3, 1906, said mark 
was registered under the 10-year provision of section 5 of the Fed- 
eral Trade-Mark Act of February 20, 1905, 33 Stat. 725. The bill 
alleges infringement by the defendant, in sales and shipments in 
interstate and foreign commerce, with a resultant damage to the 
plaintiff in excess of $100,000, for which it sought triple damages, 
as well as an injunction. At or after the trial, the claim for dam- 
ages was waived; plaintiff still urges its right to an injunction. 

The answer admits the registration, but attacks it as grounded 
in fraud and misrepresentation; it denies infringement; it pleads 
laches, even if plaintiff has a valid trade-mark; and it makes a 
counter-claim under section 25 of the act for damages suffered by 
reason of plaintiff's fraud in procuring the invalid registration. 

The court below held broadly for the defendant; dismissed the 
plaintiff's bill, sustained the counter-claim and referred the case to 
a master to determine the defendant’s damages. The case comes 
here on a bulky record of some 600 pages; counsel for plaintiff, in 
a brief of 165 pages, urges 14 assignments of error. 

The facts of controlling importance are as follows: Daniel C. 
Stillson invented this wrench and obtained patents therefor in 
1869 and 1872—exclusive rights under which became the property 
of the plaintiff; and the plaintiff manufactured and sold these 
wrenches as Stillson wrenches, and so marked, during the lives of 
these patents and thereafter—apparently without competition, un 
til 1903 or 1904. The legal monopoly under the patents of course 
expired prior to 1890. 

In 1902 the Oswego Tool Company of Oswego, New York. 
bought Stillson wrenches from the plaintiff and equipped its plant 
for their manufacture, with parts interchangeable with parts of 
wrenches manufactured by plaintiff. Wrenches so manufactured 
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by the Oswego Company were put upon the market in substantial 
quantities in 1904 marked Stillson or Stillson’s Pattern. As early 
as October, 1904, there was correspondence between the plaintiff, 
and the Oswego Company concerning the Oswego Company’s right 
so to make and sell Stillson wrenches. 

In November, 1904, plaintiff brought in the District Court 
for the District of Massachusetts a suit against the Oswego Com- 
pany, alleging that plaintiff had been for more than 30 years the 
exclusive manufacturer of Stillson wrenches; and, in rather ambig- 
uous language, that the Oswego Company was fraudently imitating 
plaintiff's Stillson wrenches and thereby injuring its trade. Plain- 
tiff sought an accounting for profits and an injunction restraining 
the Oswego Company from manufacturing and selling Stillson 
wrenches or interchangeable parts. Whatever the jurisdictional de- 
fects of this bill, the defendant answered it, denying infringement, 
admitting that it was “making Stillson wrenches similar in all ma- 
terial respects to the Stillson wrenches which for a long time have 
been manufactured by the plaintiff, and that the parts of the 
wrenches so manufactured by the parties hereto are interchangeable 
with each other,” and asserting “that the defendant has a perfect 
right to make and sell the same.” 

Plaintiff did not press this suit; it remained on the docket of 
the court below until November 1, 1911; when it was dismissed 
for want of prosecution. 

In October, 1904, the defendant began the manufacture of the 
Stillson wrench on a large scale. Over 1,000 such wrenches were 
shipped prior to February 15, 1905, marked “Stillson Wrench 
Made by Moore Drop Forging Company, Springfield, Mass., 
U. S. A.” Defendant continued its business uninterruptedly and 
without protest from the plaintiff until this suit was filed (without 
prior notice to the defendant) on May 5, 1925. Evidence indicates 
that the defendant has manufactured and sold 5,000,000 of such 
Stillson wrenches during this period of about 21 years, involving 
a business of about $4,000,000. 

The Trade-Mark Act of February 20, 1905, took effect on 
April 1, 1905. On October 31, 1905, plaintiff filed a petition with 
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the Commissioner of Patents for registration of a trade-mark con- 
sisting of the word Stillson, alleging: 

“The trade-mark has been continuously used in the business 
of said corporation since about October 12, 1869.” 

On November 18, 1905, the Examiner notified the plaintiff's 
attorneys that: 

“As the mark desired is merely a proper name the application must 
be made under the 10-year proviso. (Form 7 of the Trade-Mark Rules 
should be followed.) A substitute declaration is accordingly required. 
The mark claimed consists of the word Stillson.” 

On November 23, 1905, the required substitute declaration, 
supported by the oath of the plaintiff's president, was filed alleging 
“that the mark has been in actual use as a trade-mark of the appli- 
cant or its predecessors from whom it derived title for 10 years 
next preceding the passage of the Act of February 20, 1905, and 
that to the best of his knowledge and belief, such use has been 
exclusive.” 

Registration under this application was then refused “for the 
reason that it is merely the name of a patented article, covered by 
Cert. No: 95744, Oct. 12, 1869, Stillson Wrench. The patent has 
expired and therefore the mark is public property.” 

After reconsideration of the plaintiff's contention that the 
plaintiff's right to register “comes under the doctrine laid down by 
the United State Supreme Court in Singer Manufacturing Company 
v. June Manufacturing Company, 163 U. S. 169, the certificate of 
registration was issued under date of April 3, 1906, No. 50843. 

It thus appears that the registration was deliberately and per- 
sistently sought; the proceedings exclude the possibility of inad- 
vertence or ignorance of the requirement of a showing of exclusive 
use for the 10-year period. 

The court below, in an oral opinion, delivered apparently at 
the close of the trial, held that Stillson as applied to the wrench 
when the plaintiff began to manufacture it under the Stillson 
patent was purely a descriptive word indicating the construction of 
the wrench; that, while the registration was prima facie evidence 
that the word had attained a secondary meaning as indicating a 
wrench made by the plaintiff, it was still a question of fact as to 
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whether the prima facie case made by registration was overthrown 
by the other evidence in the case. The court held that it was “so 
overthrown,” and that, on all the evidence, the word Stillson was 
never used by the plaintiff as a trade-mark. That court also held 
that even if there were a trade-mark, the defendant had not in- 
fringed, as the evidence showed that all the wrenches put out by the 
defendant were marked “Stillson Wrench Made by Moore Drop 
Forging Company.” 

On the question of laches, grounded on the undisputed testi- 
mony that the plaintiff had manufactured these wrenches in large 
quantities for over 20 years, the court said that it was unnecessary 
to pass on that question, “so I make no decision upon it except to 
say that my inclination is that laches is established.” 

Careful consideration of the plaintiff’s elaborate argument and 
brief, and of the record, makes it entirely clear that the court below 
was fully warranted in these findings that there was neither trade- 
mark nor infringement; and, we might add, although unnecessary, 
that we see no escape from the conclusion of laches if there were 
otherwise any arguable contention to which such defense could be 
applicable. 

Apart from the registration, the case is ruled by Singer Mfg. 
Co. v. June Mfg. Co., 153 U. S. 169. The essence of plaintiff's 
contention, however disguised, is of a right to prolong indefinitely 
its patent monopoly. This it cannot do. O’Sullivan Rubber Co. v. 
Genuine Rubber Co., 279 Fed. 972, 974 [12 T. M. Rep. 271]; 
National Lock Washer Co. v. Hobbs Mfg. Co., 210 Fed. 516 
[4 T. M. Rep. 187]. Stillson was nothing but the generic name of 
the wrench made substantially in accordance with the Stillson 
patents. Plaintiff never sold these wrenches as Walworth wrenches. 

Illuminating recent discussions of the nature and scope of 
trade-marks are found in Beech-Nut Packing Co. v. P. Lorillard 
Co., — S. C. Reporter — (U. S. D. Index II, page 426, col. 2), 
April 11, 1927 [16 T. M. Rep. 158]; and in Rosenberg Bros. Co. 
v. Elliott, 7 Fed. (2d.) 962 [15 T. M. Rep. 479]. Cf. also Aunt 
Jemima Mills Co. v. Rigby, 247 Fed. 407 [8 T. M. Rep. 163]. 
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Turning now to the registration—the pertinent provision of 
section 5 of the Trade-Mark Act is as follows: 

“Nothing herein shall prevent the registration of any mark used by the 
applicant or his predecessors, or by those from whom title to the mark is 
derived, in commerce with foreign nations or among the several States, 
or with Indian tribes, which was in actual and exclusive use as a trade- 
mark of the applicant or his predecessors from whom he derived title for 
10 years next preceding the passage of this act.” 

This proviso was intended to authorize the registration as a 
trade-mark, of marks not susceptible of exclusive appropriation as 
common law trade-marks, such as surnames. Thaddeus Davids Co. 
v. Davids Mfg. Co., 233 U. S. 451, 468, 471 [4 T. M. Rep. 175]. 
But the act also provides in section 21 “that no action or suit shall 
be maintained under the provisions of this act * * * upon any cer- 
tificate of registration fraudulently obtained.” And in section 25: 

“That any person who shall procure registration of a trade-mark, or 
entry thereof, in the office of the Commissioner of Patents by a false or 
fraudulent declaration or representation, oral or in writing, or by any 


false means, shall be liable to pay any damage sustained in consequence 
thereof to the injured party, to be recovered by an action on the case.” 


The court below found, on all the evidence, that the plaintiff 
was not the exclusive user of the word Stillson as applied to 
wrenches at the time when it applied for the trade-mark upon 
which this suit is based, and that on this additional ground the 
registration was not valid; that the registration was fraudulently 
obtained by the plaintiff; he therefore sustained the counter-claim ; 
dismissed the bill with costs; and referred the case to a special 
master to state the damages (which he finds to be substantial) 
suffered by the defendant by reason of the fraudulently obtained 
registration. 

It is too plain for argument that these findings are fully sup- 
ported by evidence, practically uncontradicted and unmodified. The 
plaintiff knew, as indicated above, as early as 1904, that the Oswego 
Company was manufacturing and marketing Stillson wrenches as 
Stillson wrenches. Not only in correspondence, but in the suit 
filed in the court below, it attempted, although feebly, to assert its 
continuing right to a monopoly both of the Stillson name and de- 
vice, in the teeth of the contrary holding by the Supreme Court in 
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Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169. It had complete 
knowledge that the Oswego Company was using and was claiming 
to be entitled to use both the device and the name by which the 
device was commonly known in the trade. The evidence certainly 
would not warrant a finding that it did also know, before apply- 
ing for registration, that the defendant also was manufacturing 
and marketing Stillson wrenches as Stillson wrenches; or at any 
rate as wrenches of the Stillson pattern. 

Yet in the face of these known facts, it applied for registration 
of a trade-mark which it had never had; and under oath asserted 
actual and exclusive use for 10 years prior to Februray 20, 1905. 
While the court below was very likely correct in exonerating, on the 
basis of his personal knowledge of the man’s character, the de- 
ceased president, who made oath to the affidavit—it is impossible 
on this record to find that the corporation was not, through some 
of its responsible executive officers, deliberately and intentionally 
a party to the fraud through which the registration was obtained. 

It remains to consider plaintiff's technical objections to the 
maintenance of the counter-claim. The first is to the effect that 
the counter-claim is not complete in and of itself, in that it does 
not repeat the specifications of fraudulent acts on which it grounds 
its contention of damages sustained as a result of the illegal regis- 
tration. Apparently, the pleader, having set forth in the third and 
fourth paragraphs of the answer adequate allegations relative to 
the fraudulent acts through which the registration was obtained, 
did not think to repeat those allegations in the counter-claim. Con- 
sidering answer and counter-claim together, there can be no doubt 
that the plaintiff was fully advised not only of the basis, but of the 
chief details of the defendant’s claim of fraud. Even if, as matter 
of technical pleading, a counter-claim must be the equivalent of a 
cross-bill, an amendment may be allowed. 

The next contention is that defendant’s claim for damages can- 
not be made the subject of a counter-claim in an equity suit, because 
section 25, on which the claim is grounded, provides that such dam- 
ages may “be recovered by an action on the case, ’—that is, in an 
action at law, sounding in tort. A sufficient answer to this conten- 
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tion is, that, instead of pleading the jurisdictional objection, the 
plaintiff chose to answer the counter-claim by a general denial. It 
did not move to dismiss for want of jurisdiction or to transfer to 
the law side of the court, or to have an issue framed on the theory 
that it was entitled to a jury trial under the seventh amendment to 
the Constitution. Undoubtedly, the distinction between legal and 
equitable remedies still obtains in the Federal courts. Liberty Oil 
Co. v. National Bank et al., 260 U. S. 235, 242. 

But it is well settled that objection to a suit in equity, because 
of an adequate remedy at law, may be waived. American Mills Co. 
v. American Surety Co., 260 U. S. 360, 363; McGowan v. Parish, 
237 U. S. 285, 295. 

The record indicates that this point was not even raised before 
the trial court. It is now too late for the plaintiff to contend that 
defendant must seek its remedy for damage caused by the plaintiff's 
fraudulent procurement of registration in an action at law. Duignan 
v. United States and Pall Mall Realty Corp., — U. S. — (U.S.D. 
Index 573, Vol. II), April 25, 1927. 

The decree of the District Court is affirmed, with costs to the 
appellee. 


Evervastina Vatve Company v. JosepH F. ScuHiLLer, TRaApDING 
as JosePH F, Scuitter Vatve ComPpANy 


United States District Court For the Eastern District of 
Pennsylvania 


June 8, 1927 


Trape-Marks—Unrark CompetTiTion—“‘EvertasTInc”’ aNnpd “EvertTiGHT’ 
Appiiep TO Biow-Orr Vatves—Descrirtive Terms—DIsmissat. 
Defendant by adopting and using for his valves the word “Ever- 

tight,” after plaintiff created for his valves a wide demand under the 
trade-mark “Everlasting,” held not to be unfairly competing with the 
latter, inasmuch as both words are descriptive, and there was no 
evidence that any of plaintiff's customers were deceived. Moreover, 
the respective goods, though somewhat similar in outward appear- 
ance, were plainly differentiated by the names of the makers shown 
thereon. 
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In equity. Suit for alleged unfair competition. Bill dis- 
missed. 


Charles H. Howson and Howson & Howson, of Philadelphia, 
Pa., for plaintiff. 

Joshua R. H. Potts, George B. Parkinson, and Herman Seid, 
all of Philadelphia, Pa., for defendant. 


On trial hearing on pleadings and proofs. 


Dicktnson, J.: The conclusion reached is that the bill should 
be dismissed. 

The maker of anything for which there is a trade demand 
always resents the intrusion of a competitor upon his special field. 
The existence of the trade opportunity just as surely invites com- 
petition. Usually there is some special quality in the manufactured 
product which appeals to purchasers. Upon this the manufacturer 
seizes and seeks to create a monopoly in what possesses this qual- 
ity by adopting a slogan or name which expresses the thought of 
the possession of the desired quality and then seeks to prevent 
all others from making the like appeal to purchasers in the hope 
the trade will come to believe that his product alone has the qual- 
ity which the trade demands. 

The subject matter of this controversy is “Blow-off Valves.”’ 
A desired quality we assume to be durability. We do so because the 
plaintiff calls his make “ever lasting” and the defendant calls his 
“ever tight,” although the former is more especially directed to 
durability and the latter to a form of construction by which the 
valve when closed is kept tight by steam pressure. These are 
made in form, not words of description but names of designation. 
The value to the manufacturer, however, is in the belief that the 
name will carry the thought of the suggested quality, and if a 
monopoly of that name and a denial to others of the use of any 
kindred word can be secured, the result will be that any purchaser 
seeking a valve having durability will buy the make so named be- 
cause of the created belief that there is no other due to the fact 
that there is no other make so designated. The value in the name 
is, if the phrase is allowable, owing to the psychology of advertis- 
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ing. Doubtless there is a disposition to overvalue it. Surely any 
one who knows a valve, as all purchasers of valves may be pre- 
sumed to do, knows of its durable qualities as well without the 
label as with it and yet the manufacturer who had the sole right 
to call his make everlasting, or by any name expressive of the pos- 
session of lasting qualities, would be thought by himself and by all 
his competitors to have a trade advantage. There is something in a 
name, the oft quoted verse to the contrary notwithstanding. 

The experienced counsel for plaintiff of course do not claim 
for their client the exclusive right to boast of its make as durable, 
but when they ask us to enjoin another from calling his make of 
valve “evertight” or from the use of any other word “similar” to 
the word “everlasting,” they come close to asking for a monopoly 
of the claim to durability. This they do not ask but they do not 
altogether escape the charge of making for it by the qualifying 
phrase that the one word is not to be used in place of the other 
“so as to be mistaken therefor.” We find no fault with the dis- 
tinction drawn because we believe it to be sound, but the practical 
application asked to be made of it is fraught with danger that an 
injunction against the use of the word evertight or any other word 
which might be “mistaken” for everlasting would in effect operate 
as an injunction against any word which carried the thought of 
durability because this is the thought conveyed by the word ever- 
lasting. 

The instant bill is aimed at unfair competition. If this is 
confined to a trespass upon the right of every manufacturer or 
producer to protection from having the make of another palmed 
off upon purchasers as his make, the line of the distinction to be 
made can not only be drawn but can be practically enforced. This 
plaintiff has a clear right to this measure of protection but it is 
equally clear that it is asking for much more than this. The grava- 
men of its complaint is such that its grievance is precisely the 
same as it would have been if it alone had the right to vend dur- 
able “Blow-off Valves.” This is a right that it does not have. Its 
real complaint is not that defendant is vending a valve which pur- 
chasers mistake for plaintiff's make of valve but is building up a 





EVERLASTING VALVE CO. V. JOSEPH F. SCHILLER 265 


trade as the maker of a valve which brings the defendant in com- 
petition and trade rivalry with the plaintiff and the plaintiff's make 
of valve. The right to enjoin such competition is again a right 
which plaintiff does not have. The distinction between protection 
against defendant’s make of valve being palmed off upon purchasers 
as the make of the plaintiff and the prohibition of any other make 
of valve having qualities of plaintiff's make can easily be preserved 
in thought. It is the difference between a likeness which indicates 
two products to have a common manufacturing origin and a likeness 
which asserts them to have the same qualities. The thought is en- 
cased in the “just as good” phrase of common speech ascribed to 
druggists. Clear as the distinction is, it is nevertheless too subtle 
and elusive to be always capable of expression in an enforceable 
command. There are cases in which the distinction can be observed 
and preserved in its practical application; there are others in which 
any injunction which could be framed would either give a plaintiff 
practically nothing or it would give him much more than that to 
which he had a right. The instant case is on the borderland. Ad- 
judged cases are always ruled upon their special facts. They may 
be roughly and inadequately classified as of five general types: 

1. Where the product bears a name which has no significance 
in common speech but is wholly a word of designation. 

Here the inference is justified that imitation of the name is 
prompted by an unfair motive. 

2. Where the product is described by a word of common 
speech chosen to commend the product as possessed of desirable 
qualities and which has no direct bearing upon the origin of the 
product, but is essentially descriptive. 

Here no exclusive right to the use of the word as one of desig- 
nation of origin can be given without conferring a monopoly of all 
products having the merits thereby imputed to that so designated. 

8. Where a word although descriptive of quality has been 
so long in use by a plaintiff and has become so identified with a 
particular origin of product that the word has taken on the meaning 
of the designation of the producer. 
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Here care is always taken to differentiate between the descrip- 
tive and the designating of origin use of competing words. 

4. Where a word, although not of common speech but what is 
known as a “proprietary” word, comes, because of wide advertising 
use, to be adopted into common speech as a word embracing not 
merely the product of a particular origin but every product of a 
like kind so that to give a monopoly of the word as a word of desig- 
nation would give a monopoly of all production. 

Here again care is exercised to distinguish between the par- 
ticular meaning which the word had before its adoption into com- 
mon speech and the general meaning afterwards attached to it. 

5. There is still a fifth class nearly akin to the third where 
a product of a particular origin is given a name which is a descrip- 
tive word of common speech but which because of the merits of 
that make becomes associated in the minds of the purchasing public 
with a product possessed of desirable qualities and hence is, due to 
its trade reputation, in large demand. 

It is to this fifth class that the valve of the plaintiff belongs. 
Its make came to be known as the “Everlasting Valve” one of the 
“talking points” of which was the “straight through blow” feature 
which it possessed. The word “everlasting” was likewise descrip- 
tive of its claimed durability and it was sold on a two-year war- 
ranty of effectiveness. It had gained for itself a reputation for 
the possession of these good features among its other merits. The 


defendant must find his purchasers among those to whom the plain- 
tiff had already successfully appealed. To break into the trade 
the defendant must make as strong or a stronger appeal than that 


of the plaintiff. He accordingly claimed as a special merit that 
the construction of his make of valve was such as that when closed 
it was always tight and to emphasize this feature he gave it the 
name of evertight. He further claimed greater merit in the straight 
through blow feature to which he directed attention by a cut so 
closely resembling that in use by the plaintiff that the finding is 
justified that the one was suggested by the other and he adopted 
the plaintiff's slogan of “straight through blow” by adding “as 
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through a pipe.” These added words had the significance of a 
reference to the defendant’s special construction. 

There are four fact findings which have a bearing upon the 
conclusion reached and which are now made. 

1. The trade is one with those who have an expert knowledge 
of valves and upon whom acts of deceit could not be successfully 
practiced, and our finding is that none of them were in fact de- 
ceived. 


2. The defendant’s make of valve was always conspicuously 
marked with his name as the maker, and the defendant never in 
fact imposed his make upon purchasers as the make of the plaintiff. 

3. There is no likeness between the two makes of valves in 
their internal construction but there is a similarity in outside form 
and general appearance which might be deceptive if the valves did 
not bear the name of the maker and the purchasers were not 


experts. There is no evidence that any purchaser bought the valves 
of the defendant in mistake for those of the plaintiff. 

4. The finding that the defendant has been guilty of unfair 
competition is not made. 

The decided cases to which we have been referred are too 
numerous for listing but none of them, to which we have had ac- 
cess, are in conflict with the conclusion reached. Among those cited 
are Proctor v. Glove, 92 Fed. Rep. 857; Ludlow v. Pittsburgh, 166 
Fed. Rep. 26; Morgan v. Ward, 152 Fed. Rep. 690; Wesson v. 
Galef, 286 Fed. Rep. 620 [12 T. M. Rep. 100]; Standard v. Trin- 
idad, 220 U. S. 446 [1 T. M. Rep. 10]; Richmond v. Dr. Miles, 
16 Fed Rep. (2nd.) 598 [16 T. M. Rep. 79]. 

The bill should be dismissed, with costs to the defendant. No 
decree is now made, but the parties have leave to submit one in ac- 
cordance herewith. 
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Oaktanp CuemicaL Company v. Roszt NEerRENSTONE, Doina 
Business as THe PeroxoGen Company oF AMERICA 


United States District Court, Southern District of New York 


May 14, 1927 


Trape-Marxs—Unrair Competition—“DioxyGen” anp “PERoxyGEN” FoR 
Peroxipe oF Hyprocen—Descriptive Terms—DisMissat. 
The use by defendant of the word “Peroxygen” as a trade-mark 
for peroxide of hydrogen, after plaintiff had for many years sold 
a similar product under its registered trade-mark “Dioxogen,” held 
not to have infringed the latter mark, inasmuch as the word “Dioxo- 
gen” is descriptive of the goods, the mere misspelling of the word not 
making it a valid trade-mark. 
Same—Same—J vrispicTioN—Lack or Diversiry or C1iTizENsHIP. 
Where both parties were citizens of the same State, the issue of 
unfair competition was not considered, the court being without juris- 
diction. 


In equity. Suit for alleged trade-mark infringement. Bill dis- 
missed. 


Hervey, Barber §& McKee (Lanier McKee and William S. 
Greene, Jr., of counsel), all of New York City, for plain- 
tiff. 

Manuel M. Voit, of New York City, for defendant. 


Knox, D. J.: “Dioxogen” is the registered trade-name under 
which the plaintiff has long sold peroxide of hydrogen. More than 
a million dollars has been spent in acquainting the public with the 
product so sold. Defendant, a recent entrant to this field of mer- 
chandising, is marketing peroxide of hydrogen under the name, 
“Peroxogen.” The matter is now before the court upon plaintiff's 
motion for a preliminary injunction. That the name adopted by de- 
fendant is an infringement of plaintiff's trade-mark admits of little 
doubt. The only difference between the spelling of the two names 
is to be found in the respective prefixes of the word, viz., “Di” and 
“Per.” Oxygen is the active element in the product of each of 
the litigants. Plaintiff arbitrarily and wrongly spells the word 
oxygen by substituting the letter o for y. When defendant coined 
the name of her peroxide of hydrogen, she followed the lead of 
plaintiff and similarly misspelled oxygen. This is some evidence 
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of a conscious purpose to get as close to the name of plaintiff's 
product as possible, and yet have some argument upon the question 
of non- infringement. 

The competing products are not sold in similar packages. 
Standing side by side, it would be easy enough to distinguish be- 
tween them. This, however, is not necessarily a controlling con- 
sideration. As is well-known, customers for various products that 
are widely advertised may often pay greater attention to the name 
of the article they desire than to its quality. As was pointed out 
in Lambert Pharmacal Co. v. Bolton Chemical Corporation, 219 
Fed. 325 [5 T. M. Rep. 38] 


“There is always a fringe of possible customers, next year’s for in- 
stance, with whom such opportunities are not to be disregarded, people 
who have heard vaguely the old name or seen it in advertisements and who 
fail to carry it with accuracy in their memory” 
and who might thus easily mistake defendant’s product for that of 
plaintiff. The latter is entitled to the patronage of these customers. 
See too, Fairbanks Co. v. Ogden Packing and Provision Co., 220 
Fed. 1002 [5 T. M. Rep. 167]. 

Were the foregoing the sum of the controversy, my inclination, 
if diversity of citizenship existed, would be to give relief to plain- 
tiff. But there is something more, and it is defendant’s contention 
to the effect that “Dioxogen’” is descriptive of peroxide of hydro- 
gen, and, therefore, not capable of exclusive appropriation and reg- 
istration. The affidavit of the president of the corporation admits 
that oxygen is the active, valuable element in peroxide of hydrogen. 

The words, “dioxy” and “dioxid” are well known in chemistry: 
the former signifying that two atoms of oxygen are present in a 
particular compound, and the latter meaning an oxide containing 
the two atoms of oxygen to the molecule, or one oxide containing 
but one atom or equivalent of oxygen to two of a metal. As anyone 
may see, the word, “dioxogen,’ however arbitrary and fanciful it 
may have been considered at the time it was coined, is really nothing 
more than an amplified spelling of the word, dioxy, and is quite as 
descriptive of the dominant element in plaintiff's compound. See 
Eli Lilly & Co. v. Wm. R. Warner & Co., 275 Fed. 752 [12 T. M. 
Repe. 1] and Parmeli Pharmacal Co. v. Weiner, trading as Tablax 
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Co., affirmed 5 Fed. (2d) 751. The descriptive quality of Dioxo- 
gen is emphasized by the fact that upon the word, as registered in 
the Patent Office, there appears the chemical formula of peroxide 
of hydrogen, viz., H,O, 12 v. and, of course, mere misspelling of 
the word, oxygen, with the addition of the prefix di, will not enable 
the result to be appropriated as a trade-mark. Standard Paint Co. 
v. Trinidad Asphalt Co., 220 U. S. 446 [1 T. M. Rep. 10]. Hav- 
ing reached this conclusion and there being no jurisdiction to con- 
sider the possible question of unfair trade, there is no need to 
retain the bill for final hearing. It is accordingly dismissed. 


Tue Hupson’s Bay Company v. ABRAHAM BuckKsPAN 
United States District Court, Northern District of Texas 
May 26, 1927 


Trape-Marks AnD Trape-Names—Unrair Compenition—‘Hupson Bay Fur 

Company’—INJUNCTION. 

The use by defendant, a fur dealer in the city of Dallas, Texas, 
of the name “Hudson Bay Fur Company” on his place of business 
held a deception of the public and a trespass on the plaintiff’s right 
to the exclusive use of its name, and further use thereof by defendant 
was enjoined. 


In equity. Action for unfair competition in use of trade-name. 
Injunction granted. 


R. E. L. Saner, W. H. Jack, Jr., and Harold S. MacKaye for 
the plaintiff. 
W. L. Crawford and W. M. Taylor for the defendant. 


AtweELL, J.: The case is not easy for the chancellor, because, 
it has within it solids that may be destroyed or injured by an im- 
proper decision. Everyone, I think, in America, certainly in the 
northern part of America, and, I believe, equally so in the United 
States part of North America, knows of “The Hudson’s Bay Com- 
pany.” Those who travel in Canada know of a chain of very re- 
liable stores under that name, or a similar name, from the Atlantic 
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to the Pacific, where all sorts of goods are sold. It is equally well 
known, not only from long continued use, but even from the mov- 
ing pictures and histories, and otherwise, that a company by that 
name largely dominates the fur industry. Under the stipulation 
these furs, in the raw state, are sold at auction in London to manu- 
facturers in the United States, some of such manufactured furs 
reaching to Dallas, Tex. 

Under the same stipulation there are some other goods in which 
the plaintiff deals in active sale at Dallas. 

The defendant was in the fur business in New York City, after 
coming from Russia to the United States, as a traveling salesman. 
It is not cruel to presume that he was an intelligent salesman, and 
knew, probably, in his native country as well as in this country, the 
plaintiff's name and business. 

About 11 years ago he left New York City and invested $5,000 
in a business in Dallas, Tex., where Exchange Place corners with 
Elm Street. His sign for many years was “Hudson Bay Fur Com- 
pany.” 

In the latter part of 1923, or during 1924, the plaintiff gained 
knowledge of that business and took up with him the matter of 
changing the name of his business, or making additions thereto so 
as to protect it. I am sure that he took this name because he 
thought it would be of value to him—of more value to him than his 
own name. He was in business alone; he had no associates. After 
the plaintiff made these overtures the defendant placed a small, 
and, I am persuaded, useless and utterly meaningless sign at the 
back of his store, and, beneath an artic scene saying in substance, 
“Hudson Bay Fur Company, not connected with any other fur 
company,” which if seen would mean nothing. Certainly it was 
placed where there was not very much danger of it being seen. 
Then, on the advice of his counsel, he added the words, “of Texas, 
independent,” to a number of large signs at the outside of his 
place of business. The words so added were small in comparison 
to the other words on the sign, and it was necessary to look for 
them to find them. 

There was no substantial effort, I am persuaded, to disabuse 





272 SEVENTEEN TRADE-MARK REPORTER 


the mind of the public that he was not in some measure, or in some 
way, connected with, or operating, for the old and original com- 
pany. Advertisements and cuts in the papers and otherwise forced 
one to that conclusion. 

Under the stipulation, the public, or some of the public at any 
rate, thought that it was the original Hudson Bay Company. 

On the other hand, the defendant has a large investment. One 
hundred and twenty-five thousand dollars, according to his testi- 
mony. And, while this investment was made possible by and 
through a duplicitous name, it is a success—a substantial amass- 
ment. Certainly the plaintiff has no direct fur business in this 
territory. It has not entered the territory. It does not sell what 
the defendant sells here. The remote transactions as detailed above 
might be injurious if the defendant were to prove to be unreliable. 
The record shows that he is honest and reliable in his dealings. The 
stipulation so recites. 

In the face of these conditions I am reluctant to do for the 
plaintiff any more than the plaintiff was willing to have done for 
itself. Or, rather, what the plaintiff was willing to have secured 
from the defendant, without suit. I think that if it was satisfac- 
tory to the plaintiff that the defendant use its name by adding, “not 
connected with the Hudson Bay Company of Canada,’ even though 
it now announces in court that it would not be satisfied with an 
arrangement of that sort, its entry into the Texas field has been so 
long delayed, and the defendant has gone forward to the establish- 
ment of a business of such importance, that something along that 
line would have been splendid. 

Litigants, however, have the right to settle or fight. * * * * 

I cannot rid my mind of the conviction that the defendant is 
making an improper use of this‘name. That the result was a 
deception of the public and a trespass on the plaintiff's right to the 
exclusive use of its name, which is valuable property. The name 
which the defendant has been using is so like the plaintiff's as to 
result in trade confusion and deception, to the plaintiff's harm. 
The similarity is too marked. 

The stipulation also provides, 
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“That a substantial number of persons in Dallas, Tex., the exact, or 
approximate, number of which is unknown, have purchased manufactured 
furs, and fur garments, from the defendant at his place of business in 
Dallas, Tex., under the impression and belief that they were making such 
purchases from plaintiff, or from a branch or subsidiary of plaintiff; 
that said persons, not knowing that there was no connection between the 
plaintiff and defendant, and not knowing the exact nature of the business 
of each, received such impression wholly from the similarity between the 
respective names of plaintiff and defendant.” 

The evidence and agreement made it unnecessary for the court 
to attempt an analysis of Allen §& Wheeler Company v. Hanover 
Star Milling Company, 240 U. S. 403, as was done in Sweet Siz- 
teen Company v. Sweet 16 Shop, by District Judge Faris, speaking 
for the Circuit Court of Appeals for the Eighth Circuit, 15 F., 2nd., 
series 920. Confessedly, the plaintiff is in business in Dallas. Some 
of its goods are actually being sold and advertised here. Other 
persons in Dallas buy manufactured furs, that when raw, were sold 
by the plaintiff at auction in London to importers in the United 
States who made them up and sold them to such Dallas customers. 


The plaintiff is generally and favorably known in this jurisdiction. 


The plaintiff is, therefore, entitled to the relief prayed for upon 
either construction of the Hanover case. Its goods are sold in 
Dallas. Its name is well known in Dallas. 


The waiver in open court of damages makes a reference un- 
necessary. An order may be drawn denying the right of the de- 
fendant to make further use of the phrase, “Hudson Bay Fur 
Company.” 
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Scott County Mivuine Co. v. Puitiipps Trawick Co., Mi_rorp 
Mituine Co., H. G. Hirt Co. 


United States District Court, Middle District, Tennessee 


January 13, 1927 


Trape-Marks—Excuusive RightT@How Limirtep. 

The owner of a trade-mark may not, like the proprietor of a 
patented invention, make a negative and merely prohibitive use of it 
as a monopoly; hence, its adoption does not, in the absence of valid 
legislation enacted for the purpose, project the right of protection in 
advance of the extension of trade, or operate as a claim of territorial 
rights over areas over which it thereafter may be deemed desirable to 
extend the trade. 

Same—Same—“BourrercrvusT’ ror Breap aNnp BaKker’s Propucts—INFRinceE- 

MENT—ABSENCE OF CoMPETITION—DIsMISSAL. 

Where plaintiff had since the year 1919 sold flour under the trade- 
mark “Buttercrust” in Western Tennessee, but had never extended 
its trade therein as far east as Nashville, it could not enjoin the use 
by defendant of the word “Butter Krust” on bread in and around 
Nashville and middle Tennessee, inasmuch as there was no competition 
between the goods. 


In equity. On petition for rehearing. Denied. 


Gore, J.: This case was argued in the past summer of 1926, 
and on August 14, I handed down an opinion directing that a decree 
be entered, dismissing the bill upon the ground that this court was 
without jurisdiction, because the proof did not show that the amount 
in controversy, exclusive of cost and interest, was $3,000, which 
was essential to conferring jurisdiction; it being admitted that 
diversity of citizenship between the plaintiff and defendants existed. 

On September 23, 1926, plaintiff filed an informal petition 
averring that it is aggrieved by the opinion because same was pre- 
pared and filed before it had filed its reply brief to defendant’s 
brief, and praying that the case be reopened and reconsidered upon 
the authorities cited in the reply brief. 

While the petition is insufficient under Equity Rule 69, I per- 
mitted same to be filed; and defense was made by defendant. I 
have considered the authorities referred to by plaintiff, in its reply 
brief, but find no reason to change my views as expressed in the 
opinion filed August 14. 

It may not be inappropriate to here state that, in addition to 
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the reasons in said opinion, I believe the bill should be dismissed 
because the proof fails to show that the defendant sold its flour in 
competition to the flour of the plaintiff, or in the territory in which 
plaintiff sold its flour. 

The proof shows that plaintiff has two customers in West 
Tennessee—one in Memphis and the other at Dyersburg; that it 
began the sale of its self-rising flour, marked “Buttercrust’’ to its 
customers in Memphis in February, 1919, and has continued the 
sale to these two customers ever since that time. The proof also 
shows that H. G. Hill & Company the present corporation, has 
used the trade-mark “Butter Krust’’ for bread and similar food 
products in and around Nashville, Tenn., since 1911, and that the 
trade-mark “Butter Krust” was adopted and used by the defendant 
H. G. Hill & Company, through its correlated company, Philipps- 
Trawick Company, on its flour sold in Middle Tennessee in a radius 
of 100 miles of Nashville, but not in Nashville, since June, 1919. 

Courts will take judical knowledge of the geographical location 
of cities, and from such knowledge, I know that it is more than 225 
miles from Nashville to Memphis, and that it is about 200 miles 
from Nashville to Dyersburg, the shortest possible distance by rail; 
that Memphis is situated in the extreme southwestern corner of the 
State, and Dyersburg is situated in the Western Division of the 
State also, and that Nashville situated about the center of the Mid- 
dle Division of the State. The proof shows that defendants never 
sold any of their flour marked “Butter Krust’’ in territory other 
than in the Middle Division of Tennessee, within a radius of 100 
miles of Nashville, and that plaintiff never sold any of its flour 
marked “‘Butter-crust” in Tennessee except at Dyersburg and Mem- 
phis, so defendant’s flour has never become competitive to plaintiff's 
flour in the territory appropriated or occupied by plaintiff. 

The extent and character of the territory occupied by plaintiff, 
and its remoteness from that in which defendant sold its flour, dis- 
proves the idea of competition, as was held by the Circuit Court 
of Appeals in the case of Hanover Milling Co. v. Metcalf, 208 
Fed. 519 [8 T. M. Rep. 269], which language was adopted and 
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approved by the Supreme Court, in the same case, reported in 240 
U. S. 403 [6 T. M. Rep. 149]. 


A more recent case is that of United Drug Company v. Rec- 


tanus Company, 248 U. S. 90 [9 T. M. Rep. 1], an opinion by Mr. 
Justice Pitney: 


“The owner of a trade-mark may not, like the proprietor of a patented 
invention, make a negative and merely prohibitive use of it as a monopoly. 
See U. S. v. Bell Telephone Co., 167 U. S. 224, 250; Bement v. National 
Harrow Co., 186 U. S. 70, 90; Paper Bag Patent Case, 210 U. S. 405, 424. 
* * * ‘It results that the adoption of a trade-mark does not, at least 
in the absence of some valid legislation enacted for the purpose, project 
the right of protection in advance of the extension of the trade, or oper- 
ate as a claim of territorial rights over areas into which it thereafter may 
be deemed desirable to extend the trade. And the expression, sometimes 
met with, that a trade-mark right is not limited in its enjoyment by 
territorial bounds, is true only in the sense that wherever the trade goes, 
attended by the use of the mark, the right of the trader to be protected 
against the sale by others of their wares in the place of his wares will be 
sustained. 

“« * * * Undoubtedly, the general rule is that, as between con- 
flicting claimants to the right to use the same mark, priority of appropri- 
ation determines the question. See Canal Co. v. Clark, 13 Wall, 311, 323; 
McLean vy. Fleming, 96 U. S. 245, 251; Manufacturing Co. v. Trainer 101 
U. S. 51, 53; Columbia Mill Co. v. Alcorn, 150 U. S. 460, 463. But the 
reason is that purchasers have come to understand the mark as indicating 
the origin of the wares, so that its use by a second producer amounts to 
an attempt to sell his goods as those of his competitor. The reason for 
the rule does not extend to a case where the same trade-mark happens to 
be employed simultaneously by two manufacturers in different markets 
separate and remote from each other, so that the mark means one thing 
in one market, and an entirely different thing in another. It would be a 
perversion of the rule of priority to give it such an application in our 
broadly extended country that an innocent party who had in good faith 
employed a trade-mark in one State, and by the use of it had built up a 
trade there, being the first appropriator in that jurisdiction, might after- 
wards be prevented from using it with consequent injury to his trade 
and good-will, at the instance of one who theretofore had employed the 
same mark, but only in other and remote jurisdictions, upon the ground 
that its first employment happened to antedate that of the first mentioned 
trader.” 


This is strictly a case of infringement, and not a case of unfair 
competition. The uncontroverted testimony shows that defendant 
had no knowledge of the use of the trade-mark “Buttercrust”’ by 
plaintiff until in 1924, just prior to the filing of the bill in this case. 
And, they had no motive or intention of injuring plaintiff, and 
selling their flour in competition with plaintiff’s flour. The proof 
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is wholly lacking that the two flours ever came in competition with 
each other in any territory or market. 

Plaintiff insists that because it extended its trade to the West- 
ern Division of the State, five months in advance of the time de- 
fendant adopted the trade-mark “Butter Krust” on its flour in the 
Middle Division of the State, it thereby, in legal contemplation, 
extended its trade to the entire State, and that a sale of a similar 
commodity under a similar trade-name, in any portion of the State, 
would be an infringement and an invasion of the territory which 
it had appropriated. I am unable to agree with this contention, be- 
cause, as stated before, the territory around Memphis and Dyers- 
burg is so far removed from the Nashville territory as that they can- 
not be considered as one and the same territory. The absurdity of 
this contention is emphasized by the facts of this case. Plaintiff 
sold its flour in West Tennessee since 1919, and until this good day, 
its trade has never extended as far east as Nashville. At this rate, 
how long will it take it to reach Bristol? Such a holding would 
ripen plaintiff's trade-mark into a monopoly, for an indefinite pe- 
riod of time, and result in protecting its mark, and not its trade, 
which cannot be done under the above authorities. Bristol is sit- 
uated in the notheastern corner of the State, about 500 miles from 
Memphis. It certainly cannot be said that a sale of goods bearing 
plaintiff's mark in Memphis, would include territory around Bris- 
tol; but, if I should adopt plaintiff’s theory, it would amount to the 
ruling that the sale of its goods at any point in the State—appro- 
priates the entire State within its territory, and grants it a monop- 
oly upon its goods at any point in the State; to hold thus would 
be extending the rights accruing to plaintiff under its trade-mark, to 
an absurd extremity. 

Plaintiff contends that it would be inequitable to allow de- 
fendants to imperil its “exclusive rights to its registered and com- 
mon law trade-mark ‘Buttercrust’ on flour which sooner or later 
would cause harmful confusion and resulting damage to the first 
adopter and user on flour—the plaintiff,” and thereby, I am asked 
to enjoin defendant from the use of the trade-mark on flour in ter- 
ritory already appropriated by defendant, upon the ground that 
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plaintiff has a property right in its trade-mark, because of its 
registration and that some time in the future, it may choose to 
enter the territory now occupied by defendant. This cannot be 
done, under the authorities above cited, and also that of Almon & 
Person v. Narragansett Dairy Co., Ltd., 262 Fed. 880 [10 T. M. 
Rep. 191] where it is held in the first syllabus: 


“The adoption of a trade-mark does not, at common law, project the 
right of protection in advance of the extension of the trade, or operate 
as a Claim of territorial rights over areas into which it may thereafter be 
deemed desirable to extend the trade.” 


The petition to rehear should be dismissed, and an order will 
be entered accordingly. 


JeLtt-Wett Dessert Co. v. Jevti-X-Cett Co. 
(17 F. [2d.] 159.) 


United States District Court, Southern District of California 


January 14, 1927 


Trapve-Marxks—Unrair CompetTitTion—‘JELL-WELL,” For GetaTINe, Hep 
INVALID, AS DeEscRIPTIVE. 
The trade-mark, “Jell-Well,” for gelatine, held invalid, as being 
so plainly descriptive of natural and necessary quality of product 
as to make it incapable of registration under Act of Feb. 20, 1905. 


In equity. Action for alleged trade-mark infringement. De- 
cree for defendant. 


Raymond Ives Blakeslee, of Los Angeles, Calif., for plaintiff. 
Hill, Morgan & Bledsoe, of Los Angeles, Calif., for defend- 


ant. 


James, D. J.: Action in equity for an injunction and for 
damages. Plaintiff, being the manufacturer of a class of merchan- 
dise, the base of which for a great many years has been included 
under the name of “gelatine,” adopted as a trade-mark for the 
product the words “Jell-Well.” This description was allowed regis- 
tration by the Patent Office on May 29, 1923. The defendant, 
manufacturing a like commodity, later adopted the trade-mark 
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“Jell-X-Cell.” This mark was also registered in the Patent Office. 
The suit here concerns alleged infringement of the plaintiff's trade- 
mark. Plaintiff charges that the defendant’s mark in its design 
and character was calculated to deceive the public, and to induce 
the belief among purchasers that in buying Jell-X-Cell they were 
in fact securing the product of the plaintiff. Similarity of package 
and marking are also included in the charge as alleged in the bill 
of complaint, to show willful intent to infringe and aggravation 
of the imitative practice. 

The defendant in its answer, while denying infringement, raised 
the important issue that the trade-mark of plaintiff was invalid, 
in that it was composed of words and characters not permitted 
to be appropriated to the sole use of any manufacturer of such a 
product as that concerned in the controversy. Specifically, the 
last objection was based upon those terms of the trade-mark 
statute which forbid registration of words or devices “which are 
descriptive of the goods with which they are used, or of the char- 
acter or quality of such goods.”’ Act February 20, 1905, 33 St. L. 
725 (Comp. St. § 9490). 

After the issues were made up, the cause was referred to a 
special master, to take the testimony and report his findings and 
recommendation for judgment. Under the order of reference 
the report is advisory. The report was returned, the master finding 
all of the issues in favor of the plaintiff, and advising a decree 
to be entered as prayed for in the bill of complaint. Exceptions 
were presented by defendant, which challenged all of the findings. 

The master reached the conclusion that the words “Jell-Well” 
were to some extent fictitious and not descriptive, and hence con- 
cluded that the charge of invalidity was not sustained. Notwith- 
standing the great respect that I have for the learning and seasoned 
judgment of the master who heard the testimony in this case, I 
cannot find room under the facts which the record here exhibits to 
distinguish, either in kind, character, or import, the word com- 
bination as used by the plaintiff and the very great many similar 
marks which have by the courts been held to be invalid. Judge 
Learned Hand, in Franklin Knitting Mills, Inc. v. Fashionit 
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Sweater Mills, Inc. (D. C.) 297 F. 247 [14 T. M. Rep. 274], has 
collected a number of the cases and the briefs of counsel present 
others. It is unnecessary here to repeat the citations. 

If this trade-mark be valid, let us see what the result is in 
the effect of such a holding upon manufacturers of gelatine prod- 
ucts. One of the prime objects and indispensable qualities of the 
substance is that, when it is changed by manipulation and addition 
of water into a form available for use as an edible substance, it 
must “jell.” If it does not jell, then it is not a satisfactory 
product. Now, with the trade-mark “Jell-Well,” in its use the 
exclusive possession of the Jell-Well manufacturers, no other pro- 
ducer of the product may label his goods or advertise their indis- 
pensable quality, by giving unusual prominence on the package 
or advertisement to the statement that the product “jells well.” 
To my mind the words are so plainly descriptive of a natural and 
necessary quality of the concoction as to relieve the question of 
any doubt whatsoever. 

That the plaintiff plainly has relied upon the words of the 
trade-mark as descriptive of the quality of his merchandise, the 
record shows beyond dispute. In its advertisements it made 
prominent the fact that “Jell-Well’” would jell well. That the 
defendant likewise by its mark “Jell-X-Cell’” intended to describe 
the quality of its product, and perhaps to indicate it would jell 
better than other products, seems fairly certain; also that it in- 
tended to colorably imitate the trade designation of the plaintiff. 
But admitting that there was such purpose of imitation, plaintiff 
is not entitled to prevail here, where the mark selected by it was 
not one for which protection could be claimed under the Trade- 
Mark Act. In the plain words of the statute marking out the 
limitation, and the adjudicated cases giving numerous illustrations, 
Judge Hand’s remark, as it appears in the opinion of the Fashionit 
Case is apropos. Judge Hand said: 


















































































“With the whole field of possible coinage before them, it is strange 
that merchants insist upon adopting marks that are so nearly descriptive. 
Probably they wish to interject into the name of their goods some intima- 
tion of excellence, and are willing to incur the risk.” 


The “Textul,” “Slo Flo,” and “Dridip,” considered respec- 
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tively in Swan §& Finch Co., 49 App. D. C. 94, 95, 259 F. 990-991 
[9 T. M. Rep. 398] and Ungles-Hoggette Mfg. Co. v. Farmers’ 
Hog & Cattle Co. (C. C. A.) 282 F. 116 [6 T. M. Rep. 300], are 
characteristic instances where trade-marks were held invalid be- 
cause of the descriptive meaning of the words employed, as asso- 
ciated with the product. Those words were even more nearly 
fictitious than is the double word adopted by the plaintiff. 

That the defense of estoppel was not established, I think, is 
true, as the master found. 

The exceptions to the master’s report except as indicated, 
are sustained. Decree will be for the defendant, with costs. These 
costs are not to include the amount paid by defendant as a condi- 
tion to being allowed to amend its answer and allege the defense 
of estoppel. 

All legal exceptions are allowed the respective parties to the 
making of this order, and to the entry of the decree which will 
follow. 


Cuarzes S. Casn, Inc. v. Isaac STEINBOOK AND STEINBOOK’s Nut 
Srores, Inc. 


New York Supreme Court, Appellate Division, First Department 


May 20, 1927 


Trape-Marxs—Trape Stocans—Unram Competitrion—“Mee-Tee ann “Tas 
Tree” ror Nouts.—‘Every Goop Nut Tuat Grows,” ann “Every 
Fine Nout Tuat Grows’—Use or Simitar Cotor ScHeEmME—APPEAL 
REVERSAL. 

Where, after appellant had adopted and made distinctive of his 
retail nut business the trade-mark “Cash’s Mee-Tee Nuts,” the slo- 
gan “Every Good Nut that Grows,” and the colors orange and blue, 
appearing on his store fronts, the adoption by appellee of the mark 
“Steinbook’s Tas-Tee Nuts,” the slogan “Every Fine Nut that Grows,” 
and the same color scheme for his retail nut and candy stores clearly 
was in violation of appellant’s property rights and constituted un- 
fair competition; and the decision of the lower court dismissing the 
complaint was reversed, and an injunction granted. 


In equity. On appeal by plaintiff from a judgment of the 
Supreme Court, New York County, entered upon a decision at 
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Special Term, in defendants’ favor dismissing plaintiff's complaint. 
Reversed and injunction granted. 


Lewis F. Glaser, of New York City, for appellant. 
Samuel Weiss, of New York City, for respondents. 


Before Dowuine, P. J., and Merritt, Fincn, and McAvoy, 


J.J. 


MerritL, J.: The plaintiff, a domestic corporation, is engaged 
in the business of selling nuts at retail in the City of New York. 
Charles S. Cash, the plaintiff's president, began business as an 


individual in 1912 and was pioneer in conducting a store for the 


exclusive sale of nuts in New York City. The plaintiff was 
incorporated in 1920 and succeeded to the rights, good-will and 
business of Charles S. Cash, the individual. Since its incorpora- 
tion, the plaintiff has been continuously engaged in the business 
of retailing and jobbing nuts and candies in the boroughs of Man- 
hattan and the Bronx, New York City. The plaintiff is also the 
owner of walnut and pecan groves in the State of Georgia. Since 
its organization, the plaintiff's business has rapidly grown, and 
at the time of the trial the plaintiff conducted thirteen branch 
stores in the City of New York and two other stores were in 
contemplation. In 1923 the volume of plaintiff's business in all 
its stores amounted to three-quarters of a million dollars. From 
$10,000 to $14,000 a year has been annually expended by the 
plaintiff in advertising its business, in metropolitan newspapers, 
in health culture and physical culture magazines, and other periodi- 
cals, and on theatre programs. On the interior of all of the plain- 
tiff’s stores the plaintiff has adopted a general color scheme of 
orange and blue. The name “Charles S. Cash, Inc.,” and the 
slogan, in quotation; “Every Good Nut that Grows,” are printed 
as a sign about two feet in width and extending across and above 
the show window proper. On each of the plaintiff's show windows 
there appears an oval with an orange background and with a black 
or gilt border, upon which there appears at the left a wood elf, 
the branch of a tree, and, beneath, the words, “Cash’s Mee-Tee 
Nuts.” The oval constitutes plaintiff's trade-mark and it and 
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the slogan, “Every good nut that grows,’ have both been duly 
registered in the United States Patent Office at Washington. The 
color scheme of orange and blue, with the registered trade-mark 
and registered trade-slogan, “Every good nut that grows” is used 
by plaintiff in all of its stores. The said trade-mark and slogan 
are also used by plaintiff on all of its advertising matter and 
on its boxes, bags, tins and other receptacles used in the sale and 
distribution of plaintiff’s wares. 

The defendant, Steinbook’s Nut Stores, Inc., was incorporated 
on September 24, 1925, the said defendant succeeding to the busi- 
ness of Isaac Steinbook, the individual defendant. The defendant, 
at the time of the trial, operated ten retail stores in the City of 
New York for the sale of nuts, candies and kindred merchandise. 
The defendant has adopted the same color scheme for the front 
of its stores as that in use by the plaintiff. The evidence shows 
that the defendant has also adopted a trade-mark similar in 
form to that in use by the plaintiff, said trade-mark being oval in 
form with a squirrel at the left in place of the wood elf upon the 
plaintiff's trade-mark, and with the words, “Steinbook’s Tas-Tee 
Nuts” appearing on said oval, and beneath the oval trade-mark 
the defendant had adopted the trade slogan, “Every fine nut that 
grows.” The evidence does not show that either the trade-mark 
adopted by the defendant or the trade slogan has been registered 
in the United States Patent Office. 

The plaintiff brought the present action to restrain the use 
by defendants in their several stores of a combination of blue 
and orange lettering in such combination as to constitute an imita- 
tion and simulation of the plaintiff's windows and store fronts, 
and that the defendants be restrained from its using their said 
trade-mark and trade slogan in simulation of those used and 
registered by the plaintiff. 

The defendant’s president testified that the adoption by de- 
fendant of its color scheme, of its trade-mark and trade slogan 
so nearly similar to that used by plaintiff was purely accidental 
and was not done with a design of imitating the plaintiff's use 
thereof in any manner. Nevertheless, the court below found “That 
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the defendants have consciously followed the example of the plain- 
tiff and has adopted methods and practices similar to those of 
the plaintiff.” 

The justice presiding in court below, in denying the plain- 
tiff injunctive relief, rendered an opinion, in which the Justice 
said: 


“My view is that the defendant did consciously follow the example of 
his older competitor and did adopt methods and practices similar to those 
of his successful rival. But I think he kept within his legal rights, although 


at some points coming dangerously near to crossing the line of legal 
safety.” 


The reason given by the court below for refusing the plaintiff the 
relief sought was that upon store fronts of the defendant’s stores 
there appeared in prominent type the defendant’s name. In this 
respect the evidence shows that on two, at least, of the defendant’s 
stores the defendant’s name did not appear, and that the name 
upon other stores conducted by defendant was often obscured 
by awnings covering the name. 

We are of the opinion that the acts of the defendant in ap- 
propriating the color scheme adopted by plaintiff and in adopting 
a trade-mark so nearly similar to the registered trade-mark of the 
plaintiff and in adopting the words, “Every Fine Nut That Grows,” 
so nearly alike the plaintiff's registered slogan, “Every Good Nut 
That Grows,” the defendant clearly violated the plaintiff's rights, 
and that the court below erroneously refused to grant the plaintiff 
the injunctive relief which it sought. Notwithstanding the dis- 
claimer of defendant’s president of any attempt to adopt the plain- 
tiff’s registered trade-mark or slogan, we are convinced that in 
substituting the hyphenated word, “‘tas-tee,” the defendant intended 
to simulate the hyphenation, “mee-tee,” appearing on the plaintiff's 
trade-mark, and that in adopting the slogan, “Every Fine Nut That 
Grows,” the defendant clearly intended to simulate plaintiff's regis- 
tered slogan, “Every Good Nut That Grows.” The evidence 
shows and the court found 

“That the plaintiff by its long and continued use of the oval with the 
language underneath the same, ‘Every Good Nut That Grows,’ has ac- 
quired the right to the exclusive use thereof as a trade-mark,” 
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and 


“That the plaintiff by its long and continued use of the word ‘Mee- 
Tee, as used by plaintiff, has acquired the right to the exclusive use 
thereof as a trade-mark.” 

We are of the opinion that the defendant, by its said action, 
has clearly violated the plaintiff's property rights, and has been 
guilty of unfair competition, a continuance in which should be 
restrained. Not only should the court protect the plaintiff in its 
business rights, but the defendant, who has illegally attempted to 
take away its competitor's business by unfair means, should be 
restrained, and the public protected from deception. We are of 
the opinion that the adoption by the defendant of the plaintiff’s 
color scheme and the simulation of the plaintiff’s registered trade- 
mark and slogan clearly invaded the plaintiff's rights and is 
calculated to deceive the public. It is not necessary that the at- 
tempted simulation should be identical to constitute an infringe- 
ment. (Coleman, et al. v. Crump, 70 N. Y. 573; Luror Cab Mfg. 
Corp. v. Leading Cab Co., 125 Misc. 764, affd. 215 App. Div. 798; 


Gotham Silk Hosiery Co., Inc. v. Reingold, 213 App. Div. 237 
[15 T. M. Rep. 368]; Boyishform Brassiere Co. v. Modishform 
Brassiere Co., 205 App. Div. 14 [18 T. M. Rep. 175].) In 
Colman, et al. v. Crump, supra, the Court of Appeals, by Allen, J., 
said, at p. 578: 


“It is not necessary that the symbol, figure, or devise used or printed 
and sold for use, should be a facsimile, a precise copy, of the original 
trade-mark, or so close an imitation that the two cannot be distinguished 
except by an expert, or upon a critical examination by one familiar with 
the genuine trade-mark. If the false is only colorably different from the 
true; if the resemblance is such as to deceive a purchaser of ordinary 
caution; or if it is calculated to deceive the careless and unwary; and 
thus to injure the sale of the goods of the proprietor of the trade-mark, 
the injured party is entitled to relief.” 


We are, therefore, of the opinion that the judgment appealed 
from should be reversed, with costs, and that the plaintiff, upon 
appropriate findings to be made by this court upon notice, should 
have judgment forever restraining the defendants from the use 


in their several stores of the combination of the blue and orange 
lettering used in such combination as to constitute an imitation 





286 


SEVENTEEN TRADE-MARK REPORTER 


and simulation of the plaintiff’s windows, and from their use of 
such trade-mark and trade slogan in imitation of that adopted 
by plaintiff, with costs. 

All concur. 


Curtiss Canpy Co. v. CHartes W. CAaNNarR, ET AL. 


Circuit Court of Cook County, Illinois 
April 8, 1927 


Trape-Marxs—‘Sxeezix”—Use or Cartoon Names AND CHARACTER— 

Ricuts or Creator To AutHorize Use—Insuncrion. 

The use by defendants of the name “Skeezix” and picture of a 
cartoon character as a trade-mark for candy, though prior to such 
use by plaintiff, held contrary to equity and good conscience, inasmuch 
as the latter was expressly authorized to use such marks by the 
creator of the cartoon, who had a personal property right therein; 


and defendants were accordingly enjoined from further use of such 
trade-mark. 


In equity. Action for infringement of trade-mark. Injunc- 
tion granted. 


Luther Johns, of Chicago, IIll., for complainant. 
Dean Lake Trazler, Church, Ogden & Trazler, and Daniel A. 
Brennan, of Chicago, IIll., for defendants. 


E 
k 
: 


Final Decree 


Francis S. Witson, J.: This cause came on again to be heard, 
at this March Term, A. D. 1927, on final hearing upon the bill 
of complaint, the answer thereto, the cross-bill and the answer 
thereto, replications, the report of the Master to whom the cause 
was referred, and on the proofs offered and received in evidence ; 
and the matter was argued by counsel for the parties respectively ; 
and thereupon, the court being fully advised, finds as follows: 


1. That the court has jurisdiction of the parties and of 
the subject matter. 


2. That Curtiss Candy Company, the complainant, is an 
Illinois corporation located in Chicago, Illinois, and engaged in the 
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business of making and selling candy in Chicago, Illinois; and that 
the defendants, Charles W. Cannar and Allie Marshall, residents 
of Chicago, Illinois, are co-partners doing business as Cannar 
and Marshall in the manufacture and sale of candy, in Chicago, 
Illinois. 

3. That the bill of complaint and the cross-bill respectively 
pray for injunction and accounting with respect to a trade-mark 
for candy comprising the word Skeezix and the pictorial repre- 
sentation of a child in association with said word. 

t. That at one time the defendants did business as Beaux 
Arts Candy Company in Chicago, Illinois, and adopted and used 
for and on candy a trade-mark consisting of the word Skeezix and 
the pictorial representation of an infant child copied and taken 
from a certain “Gasoline Alley’’ newspaper section, the work of 
one Frank O. King; that subsequent to such adoption the defend- 
ants became bankrupt and the business, assets and good-will of 
their estate were purchased by one William F. Smith who continued 
the business of Beaux Arts Candy Company in Chicago, Illinois 
and continued to use said trade-mark on candy; that said Smith 
employed the defendants in his said business on a salary basis, and 
that during such employment, and as part of the duties of the de- 
fendants therein, the defendants made and packed for shipment the 
Skeezix candy, under the same trade-mark and wrappers adopted 
prior to the bankruptcy by them; that while in such employ the 
defendants readopted the same trade-mark consisting of the word 
Skeezix and the same pictorial representation previously used by 
them and which was then being used by said Smith, and took steps 
to register the same as a trade-mark in the Patent Office; and 
thereafter, and while said Smith was still using said trade-mark on 
candy, the defendants were discharged out of the employ of said 
Smith, and the defendants thereafter continued their candy busi- 
ness and the use of said combination trade-mark on candy; that 
through said bankruptcy proceedings said Smith acquired all of the 
right, title, or interest of the defendants, if any they had, in and 
to said trade-mark Skeezix, either standing alone or in combination 
with the child illustration; and, further, that the readoption by 
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the defendants of said mark, or of any part or feature thereof, 
while employed by said Smith and while said Smith was still using 
the mark, did not create, establish or vest in the defendants any 
right, title or interest in, to or under said trade-mark or any part or 
feature thereof, but that the defendants so readopted said mark, 
out of which no valid trade-mark rights could arise. 

5. That Frank O. King, of Glencoe, Illinois, is the creator 
of the cartoon or comic strip or newspaper section known as ‘“‘Gaso- 
line Alley,” appearing in the Chicago Tribune and, by syndication, 
in many other newspapers throughout the country, and that said 
comic strip or section has appeared daily or substantially daily in 
these papers from a time prior to the first adoption of said trade- 
mark by the defendants herein; that ever since said Gasoline Alley 
section was originated, said King has been in the employ of The 
Tribune Company, publisher of a daily Chicago paper; that by 
and with the approval and consent of The Tribune Company said 
King licensed, empowered and authorized Curtiss Candy Com- 
pany, the complainant, to use and employ said name Skeezix to- 
gether with a pictorial representation of the Skeezix character of 
said “Gasoline Alley” work as a trade-mark for and on candy, and 
that said King cooperated with the complainant thereto; and that 
subsequent to said second adoption of said mark by the defendants 
the complainant began making candy and selling and distributing 
the same in Chicago and extensively throughout the United States, 
marked with said combination trade-mark, using wrappers and ad- 
vertising matter therefor drawn and designed for that purpose by 
said King. 

6. That said King, at the time of his said arrangement with 
the complainant, had a personal property right in his creation Gaso- 
line Alley, and the respective characters thereof, of such kind and 
nature as to entitle said King to relief in equity for a use of the 
subject matter thereof not authorized, directly or indirectly, by 
him; and that the first, as well as the second, adoption of said 
combination mark by the defendants, the same having been made 
without authority of said King or of anyone else deriving 
authority from him, was without right, and was contrary 
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to equity and good conscience; and the court further finds that the 
adoption and use of said combination mark by the complainant, be- 
ing with and under the authority and cooperation of said King, by 
and with the consent of The Tribune Company, the employer of 
said King, was a lawful adoption and use as a trade-mark of sub- 
ject matter not otherwise free for such adoption and use, and that 
the complainant is entitled, as the owner of said trade-mark, to the 
relief against the defendants prayed for in the bill of complaint. 

7. The Court further finds that while the proofs were being 
offered before the Master, and subsequent to the lawful adoption 
of said combination trade-mark by the complainant, the defendants 
changed the said combination mark which they had been using, by 
removing the child figure therefrom; and thereupon the court finds 
that it was not lawful for the defendants at that time to adopt as 
a trade-mark for candy the word or name Skeezix, because of the 
complainant’s prior lawful adoption of said combination mark in- 
cluding the name Skeezix for candy. 

8. The court finds that the material allegations of the bill of 


complaint and of the answer to the cross-complaint are proved and 
are to be taken as true; and that the material allegations of the 
cross-complaint and of the answer to the bill are not proved and are 
not to be taken as true. 


And thereupon it is hereby ordered, adjudged and decreed as 
follows: 


1. The exceptions by complainant to the Master’s report are 
sustained, and the exceptions by defendants to the Master’s report 
are overruled. 

2. All findings of fact and conclusions of law of the Master’s 
report contrary to or inconsistent with the findings and rulings 
hereof are hereby overruled, and the Master's report is otherwise 
affirmed. 

8. That Charles W. Cannar and Allie Marshall, the defend- 
ants, and said Cannar and Marshall, their respective servants, 
agents and employees, and all claiming by, through or under them or 
either of them, be and the same hereby are perpetually enjoined 
and restrained from using as an identifying mark on or for candy 
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the word Skeezix, with or without a pictorial representation of a 
child associated therewith, and from using the word or name 
Skeezix in any way in connection with the sale or distribution of 
candy, and from using the pictorial character Skeezix of said 
Gasoline Alley section in any way in connection with the sale or 
distribution of candy, and from using in the sale or distribution of 
candy any colorable imitation of complainant’s mark which includes 
the word or name Skeezix. 

4. That the defendants pay all of the taxable costs of this 
suit, including those taxed by the Master, and to any extent that 
complainant has advanced or paid any part of such costs the de- 
fendants shall reimburse the complainant therefor, and execution 
may issue to enforce all payments of costs ordered hereby. 

The plaintiff having waived an accounting of profits and dam- 
ages, no order with respect thereto is made. 


K.uepser v. Furry 
(137 A. R. 175) 


Supreme Court of Pennsylvania 


April 11, 1927 


Trape-MarKs AND TrapE-Names—Unrarr Competition—Use or SIMILAR 

Features—INJUNCTION. 

Plaintiff having registered certificate from secretary of common- 
wealth under Act June 20, 1901 and section 3, as amended by Act April 
24, 1905, describing trade-mark used on flour bags as golden dove with- 
in circle surrounded by larger circle, with printed words, “Golden 
Dove,” held entitled to permanent injunction against competitor using 
label containing picture of dove identical in form and shape within 
circle and with similar background, in view of possibility of plaintiff's 
customers being misled by defendant’s mark. 

Same—Same—Testimony Nor Concvvsive. 

Testimony of merchants handling product that no confusion 
existed among retail trade because of similarity of labels held not con- 
clusive to prevent injunctive relief against use of design similar to 
that on trade-mark label, where similarity was such that customers 
might be misled. 

Same—Same—Lacues. 

The fact that plaintiff knew of competitor’s use of similar label 
for 8 or 10 years previous did not bar plaintiff from right to injunc- 
tive relief on account of laches; especially where action was com- 
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menced almost immediately after plaintiff's registration of his trade- 
mark, 


Same—Same—Same—Lacues No Bar To Insuncrion. 
Though laches may bar accounting for past profits in suit for un- 
fair competition or infringement, mere laches, in sense of delay to 


bring suit, will not bar injunction against further continuance of 
wrong. 


W. 1. Woodcock and John Woodcock, both of Hollidaysburg, 
Pa., and Simon H. Sell, of Bedford, Pa., for appellant. 
John M. Klepser, of Altoona, Pa., for appellee. 


Argued before Frazer, Watuine, Kepnuart, and ScHarrer, 
JJ. 


Scuarrer, J.: This is a bill in equity to enjoin the use of a 
trade-mark. The chancellor determined the case in plaintiff's 
favor, awarded the permanent injunctive relief prayed for, and de- 
fendant appeals. Both parties are millers and the trade-marks are 
used on the bags of flour sold by each. 

The registration certificate issued to plaintiff by the secretary 
of the commonwealth under the provisions of the Act of June 20, 
1901 (P. L. 582; Pa. St. 1920, § 21207 et. seq.), and the amend- 
ment of April 24, 1905 (P. L. 302; Pa. St. 1920, § 21210), de- 
scribes his trade-mark as “‘a golden dove within a circle, the whole 
surrounded by a larger circle within which are the words printed 
‘Golden Dove.’”’ It is described by the chancellor in his findings 
as ‘“‘a picture or symbol of a golden or yellow dove in flight, over 
a blue background within a circle, the whole surrounded by a larger 
double blue circle within which are printed the words ‘Golden Dove 
Brand’ in red letters.” He finds: 


“That the label or symbol of the defendant is a picture of a dove in 
flight, identical in form and shape with the dove of the plaintiffs trade- 
mark, over a blue background within a circle, the whole surrounded by a 
larger blue circle within which are printed the words, ‘Three Spring Mills, 
White Wonder,’ and in a similar but smaller-sized label the same dove and 
background with the same circles, with the words, “Three Spring Mills, 
White Dove.” 


The chancellor determined that: 


“The defendant’s label is identical with the trade-mark of the plaintiff 
in appearance, form, design, and description with a few very minor 
changes; for instance, the dove is of a lighter color and the outer circle 
has a beaded effect.” 
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Plaintiff adopted his symbol of the golden dove in 1888, de- 
fendant his of the white dove in 1893. Plaintiff registered his 
trade-mark on August 4, 1925. Defendant has not attempted to 
register his. 

While both parties have been marketing their respective brands 
of flour, the plaintiff since 1888 and defendant since 1893, they did 
not come into competition, although their mills were only eight 
miles apart, until about 1915, when defendant, owing to the build- 
ing of an improved highway, was able to put his flour into the 
Altoona market by motor-truck; this was one of the principal mar- 
kets for plaintiff's product. Plaintiff learned of defendant’s use 
of the trade-mark soon after the latter began to dispose of his flour 
in Altoona, but took no steps to assert an infringement until Aug- 
ust, 1925, when a formal complaint was made to defendant followed 
by this proceeding in September of that year. 

In his discussion of the case the chancellor says: 

“A critical inspection and comparison of the trade-marks used by 
the parties disclose certain differences, but there is a very general sim- 
ilarity in the form, figure, and appearance of the two trade-marks. 
* * * It is contended upon the part of the defendant that the color- 
ing and lettering of his trade-mark are so different as to readily distin- 
guish it from that of plaintiff.” 

The court points out that it is not the color or the words in 
the circle which gives the plaintiff a special privilege, but that the 
essential characteristic is the design or figure—in this instance the 
dove. In Juan F. Portuondo Cigar Mfg. Co. v. Vincente Portuondo 
Cigar Mfg. Co., 222 Pa. 116, 181, 70 A. 968, the use by defendant 
of certain trade-marks was forbidden, although they “were not a 
servile and exact reproduction of those used by (the plaintiff), * * * 
but they bear such resemblance that it is impossible to reach any 
other conclusion than that they were designed from them, with not 
too much variation to prevent them from being accredited by the 
unobservant and unwary as the proper marks and labels of the 
plaintiff. From our inspection of the labels which were produced 
before us on the argument, the same thing can be said of the pres- 
ent case. 


In Tupelo Cotton Mills v. American Bleached Goods Co., 55 
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App. D. C. 286, 4 F. (2d) 9538, the appellee used a trade-mark con- 
sisting of a bird with wings outstretched, just leaving a twig, the 
body of the bird being red and its wings and tail black. In a 
circle surrounding the bird, said to represent a scarlet tanager, 
were the words, “Pride of the West—Indian Linon.” The appel- 
lant adopted as his trade-mark a bird perched on a twig with wings 
outstretched, carrying in its mouth a string from which was sus- 
pended a disk bearing the word “Tupelo.” In the drawing the 
breast of this bird, said to represent a bluebird, was lined for red, 
while the head, back, tail and wings were lined for blue. It was 
held that the resemblance was such as likely to cause confusion and 
to create mistakes in the minds of the public, notwithstanding the 
contention of defendant that the two birds were readily distinguish- 
able. The Court of Appeals of the District of Columbia in dispos- 
ing of the case said: 


“Appellant suggests that these two birds are easily distinguishable. 
They might be by ornithologists, but the purchasing public includes com- 
paratively few persons who have particular knowledge of birds. To the 
average person these goods would be bird goods, and would not be known 
as bluebird or tanager goods.” 


Commenting upon that case, the court below here observed: 


“The resemblance was not so strong as it is in the instant case. The 
principle object, that of a dove, in its form as well as the spread of its 
wings, makes an unusual figure. Placing the various samples which were 
offered in evidence side by side, the similarity is so marked that if they 
were separated the public could be readily confused; especially if they 
kept in mind the chief feature of the trade-mark, namely, a dove in 
flight, against a solid background.” 


In a letter to plaintiff dated August 4, 1924, defendant, while 
not admitting an actual infringement of plaintiff's trade-mark, 
tacitly acknowledged a similarity. He wrote: 


“T had a letter a few days since from your attorney * * * in regard 
to an alleged infringement on your ‘Golden Dove Brand.’ I have noticed 
in the last few shipments that the color of the dove has been very nearly 
like yours, but not made so by my orders.” 


Defendant produced as witnesses four merchants engaged in 
business in Altoona who sold the flour of both parties, who testified 
that so far as their knowledge went there had been no confusion 
about the flour among the retail trade because of the similarity of 
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labels. While such testimony is of undoubted value in aiding the 
determination as to whether the purchasing public would be misled 
in its buying (Heinz v. Lutz 146 Pa. 592, 28 A. 814), yet it is not 
conclusive on that aspect of the inquiry. In view of the chancellor's 
findings and our own inspection and defendant’s heretofore quoted 
letter, it could not be said that customers for plaintiff’s flour might 
not be misled by defendant’s markings to purchase his. As was said 
in the Portuondo Case, 222 Pa., 116, 132, 70 A. 968, 973: 


“The general rule is that anything done by a rival in the same business 
by imitation or otherwise, designed or calculated to mislead the public in 
the belief that in buying the product offered by him for sale, they were 
buying the product of another’s manufacture, would be in fraud of that 
other’s rights, and would afford just ground for equitable interference.” 

This is the rule of law crystalized in the Act of June 20, 1901 
(P. L. 582), as amended, which provides that, 


“Whenever (a) person * * * has * * * filed * * * for * * * registry, 
any * * * trade-mark, * * * it shall be unlawful and a violation of this 
act for any person, * * * to make any use, * * * of * * * any such likeness 
or imitation thereof as shall be calculated or liable to deceive.” Act 
April 24, 1905, § 1 (P. L. 302; Pa. St. 1920, § 21210). 

See, also, Shaw v. Pilling, 175 Pa. 78, 384 A. 446; Pennsyl- 
vania Central Brewing Co. v. Anthracite Beer Co., 258 Pa. 45, 101 
A. 925; Suburban Press v. Philadelphia Suburban Pub. Co., 227 
Pa. 148, 75 A. 1087; Scranton Stove Works v. Clark, 255 Pa. 23, 
99 A. 170; United Drug Co. v. Kovacs, 279 Pa. 132, 123 A. 654. 

Appellant further contends that, even if plaintiff has a superior 
right to use the trade-mark, he has lost the right to deny him its 
use by laches; plaintiff having admitted he knew of defendant’s use 
eight or ten years before beginning this proceeding. We think it 
can be fairly inferred from the testimony that for several years 
after plaintiff became acquainted with the fact of defendant’s use, 
the flour of each was being largely sold in different markets, and 
that it was only in comparatively recent times, shortly before plain- 
tiff first notified defendant of the infringement, that the sale of 
his product in the Altoona market became of consequence to appel- 
lee. In suits for unfair competition or infringement it is well 
settled that mere laches in the sense of delay to bring suit does not 
constitute a defense. Such laches may bar an accounting for past 
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profits, but will not bar an injunction against a further continuance 
of the wrong. Hesseltine, the Law of Trade-Marks and Unfair 
Trade, p. 282; Juan F. Portuondo Cigar Mfg. Co. v. Vincente Portu- 
ondo Cigar Mfg. Co., 222 Pa. 116, 70 A. 968; McLean v. Fleming, 
96 U. S. 245, 24 L. Ed. 828; Menendez v. Holt, 128 U. S. 514, 9 
S. Ct. 148, 82 L. Ed. 526. Furthermore, plaintiff, on August 4, 
1925, registered his trade-mark under the act of 1901 heretofore 
cited and almost immediately thereafter began this proceeding. He 
was the only one entitled to register, as he had been the longest 
user; after registration it was “unlawful and a violation of this act’’ 
for defendant to use such a likeness or imitation of it as he was 
putting forth. There is a sound public policy in the statute pro- 
moting honesty and fair dealing, and its provisions should be up- 
held. Bergner & Engel Brewing Co. v. Koenig, 30 Pa. Super. Ct. 
618. 

The assignments of error are overruled and the decree affirmed, 
at appellant’s cost. 


Capick Mitumne Co. v. Hauck Mitune Co. 
Court of Appeals, District of Columbia 
April 4, 1927 


Trape-M arks—INTERFEREN CE—Evipence—Uwnsuprortep Testimony. 
In an interference proceeding, the unsupported testimony of aged 
witnesses testifying to events occurring sixty years before held not 
sufficient to establish priority. 


Appeal from a decision of the Commissioner in an interference 
proceeding. Affirmed. For the Commissioner’s decision, see 16 


T. M. Rep. 204. 


James Atkins, of Washington, D. C., for appellant. 
H. A. Toulmin and H. A. Toulmin, Jr., of Toledo, O., for 
appellees. 


Before Martin, Chief Justice, and Ross and Van Orspet, As- 
sociate Justices. 
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Ross, A. J.: Appeal from a decision of the Commissioner of 
Patents in a trade-mark interference proceeding awarding priority 
of adoption and use of the word “Snowflake,” as a trade-mark for 
wheat flour, to the Hauck Milling Company, appellee here. 

The Hauck Milling Company has conclusively established 
adoption and use of this mark since 1866. Supplementing the oral 
testimony, it produced contemporaneous documentary evidence of a 
convincing character. This documentary evidence, which includes 
a sales book kept when the business was founded by appellee’s 
predecessor in title, is not challenged. 

Appellant relies solely upon the testimony of two witnesses to 
establish an earlier date of adoption and use of this mark. One 
of these witnesses, about 90 years of age when he testified, stated 
that he was born and always lived at Grandview, Ind., and remem- 
bered the erection of a flour mill there by a Mr. Wilbern. Asked 
when that was, he replied: “I think it was in 1858. Possibly 
about that time.” He had never worked in the mill. 

He then was asked what kinds of flour the mill sold, and 
stated: “Well, I used the flour. I bought what they called Snow 
Flake and put up in cotton sacks, mostly in barrels. Before that they 
retailed in cotton sacks here in the country, 50 pounds to sack.” 

He was also asked, “When did you begin to buy this flour,” 
and his answer was “Soon as they made it. I couldn’t give any 
date. I think in the fall of 58. I couldn’t give the day of the 
month.” He subsequently stated that the mill was run by Mr. Wil- 
bern until his death. Asked when that was, he replied: “That was 
in 1882 or 83. I don’t remember the date.’’ On cross-examination, 
he again was asked whether the mill made any other brands of 
flour, and answered: “I think they did, but I can’t remember for I 
didn’t use it.” 

Appellant’s other witness, Henry Riley, was 70 years of age 
when he testified and also a resident of Grandview, having moved 
there in 1860. He testified that he went to work in the Wilbern mill 
in 1864 and that the mill then was making several brands of flour, 
including “Snow Flake.” He was connected with the mill until 
1883, the date when he thought the sale to Cadick took place. 
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Appellant introduced documentary evidence of sales from 1900 
to the date when the testimony was taken, but there was no attempt 
either to introduce such evidence as to sales prior to that date or to 
account for the failure to do so. The evidence shows that the origi- 
nal mill was standing and that, for aught that appeared, the original 
Wilbern books were in existence and available. 

We agree with the Commisisoner that the unsupported testi- 
mony of these two old men, as to events occuring more than 60 
years previously, is not sufficent to establish priority. Gaines & Co. 
v. Rock Spring Distilling Co., 226 Fed. 531, 544 [6 T. M. Rep. 
10]; American Stove Co. v. Detroit Stove Works, 31 App. D. C. 
304; Barbed Wire Patent Case, 143 U. S. 275; Eibel Co. v. Paper 
Co., 261 U. S. 45, 60. 

In the Gaines case, the court said of the testimony of witnesses 
as to prior use of the mark involved: 

“There is considerable volume of this testimony, but it consists almost 
wholly of unaided recollections of dates 40 years old; and it is that class 
of testimony which, by decisions familiar in patent cases, the Supreme 
Court has refused to accept. True, there is in a trade-mark case no 
initial presumption of validity to be overcome; but the principles of deter- 


mining the evidential value of testimony cannot differ according to the 
subject matter of the case.” 


The decision is right and is affirmed. 


Empire Paper Company v. Carew MANUFACTURING CoMPANY 
Court of Appeals of the District of Columbia 
May 26, 1927 


Trape-Marxs—Opposition—“Treasury Bonpb” on Waitinc Paper—TitTLe 
Hetp Nor Passep spy Mere Sates ArraNncgeMENTS—APPEAL— 
AFFIRMAL. 

Where opposer, whose use of the words “Treasury Bond” as a 
trade-mark on writing-paper antedated that of applicant, gave the 
latter permission to use same on the former’s goods sold by him under 
the designation “E.P.C. Treasury Bond,” opposer did not thereby part 
with its title to the said mark, and the Commissioner’s decision sus- 
taining the opposition was affirmed. 


Appeal from a decision in an opposition proceeding. Affirmed. 
For Commissioner’s decision, see 16 T. M. Rep. 191. 
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Jas. Atkins, of Washington, D. C., for appellant. 
C. T. Ebeal, of Springfield, Mass., for appellee. 


Appeal from the Commissioner of Patents. Appeal in a trade- 
mark opposition proceeding. 


Before Martin, Chief Justice, Ropsp and Van Orspet, Asso- 
ciate Justices. 


In May, 1924, the Empire Paper Company applied for a 
registration of the notation “Treasury Bond” as a trade-mark for 
use as a water mark upon writing paper. Applicant claimed con- 
tinuous use of the mark since February, 1913. The application was 
opposed by the Carew Manufacturing Company, which claimed con- 
tinuous use of the identical mark as a water mark for similar goods 
for a period commencing prior to February, 1913. There is no 
question as to the identity of the marks or the goods for which they 
are used; the sole question being one of ownership of the mark. 

It appears from the testimony that the opposer is a manu- 
facturer of paper, and that long prior to the year 1913 it used the 
notation “Treasury Bond” as a water-mark upon its paper, it being 
used as a trade-mark and not merely as a grade-mark, and that it 
has continued this use up to the present time. In 1913 opposer 
entered into an argeement with the applicant, whereby the latter 
undertook the sale in the Chicago markets of opposer’s paper, 
which was to bear the special notation, “E.P.C. Treasury Bond.” 
The letters “E. P. C.” are the initials of applicant’s corporate name, 
and were placed upon the Chicago goods at applicant’s request. 
Under this arrangement applicant began and continued to sell op- 
poser’s paper in the Chicago trade. The applicant had not made 
use of such a trade-mark prior to its arrangement with opposer. 
During the time when applicant was selling apposer’s paper, the 
latter continued otherwise to make use of the trade-mark “Treasury 
Bond” as before. Afterwards applicant ceased to buy opposer’s 
products, and procured paper from other manufacturers. This 
paper, by appellant’s order, also bore the water-mark “Treasury 
Bond.” These and other circumstances are relied upon by appli- 
cant to establish its claim of ownership of the mark in question. 
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The Examiner of Interferences, however, held upon the evidence 
that opposer was the prior user and owner of the mark, and that 
it did not part with its title thereto because of the transactions be- 
tween the parties, but merely gave to applicant the right to sell 
opposer's goods bearing the mark in the Chicago trade. The exami- 
ner therefore sustained the opposition. This decision was reviewed 
upon appeal by the Commissioner of Patents, and was affirmed. 
We are satisfied that these decisions of the lower tribunals are 
correct, and we find it unnecessary to enlarge upon the reasoning 
set out in them. The decision of the Commissioner is therefore 


affirmed. 


PARFUMERIE RoGer & GALLET, SocieTE ANONYME V. JOHN 
WaNAMAKER, PHILADELPHIA 


Court of Appeals of the District of Columbia 


May 26, 1927 


Trape-Marxks—OprosiTion—“CuarmMe bv’ Amour” Hextp Nor Deceprtivety 
Simitar To “Frieurs pv’ Amour” ann “Bovuavuet pes AMoURS” ON 
Perrumery, “Amour” Berne Publici Juris. 

The words “Charme d’ Amour,” used by applicant for perfumes, 
held not confusingly similar to the marks “Fleurs d’ Amour” and 
“Bouquet des Amours,” used on like goods, as trade-marks contain- 
ing the word “Amour” have long been associated in the public mind 
with perfumes, and the other elements of the respective marks are 
different. 


Appeal from the Commissioner of Patents. An appeal from 
a decision dismissing appellant’s opposition and granting registra- 
tion of a trade-mark to appellee. Affirmed. For the Commissioner’s 
decision, see 16 T. M. Rep. 199. 


Maurice Leon, of New York City and D. W. Rich, of Wash- 
ington, D. C., for appellant. 

K. M. Ware and C. H. Howson, of Philadelphia, Pa., for 
appellee. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 
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In October, 1923, John Wanamaker, Philadelphia, applied for 
the registration of the trade-mark “Charme d’Amour” to be used 
particularly for perfumes, alleging use of the mark in its business 
since November 1, 1917. An opposition to the registration was filed 
by Parfumerie Roger & Gallet, a French corporation, based upon 
its trade-mark, “Fleurs d’Amour” and “Bouquet des Amours,” both 
registered in this country, and used by opposer in this country for 
toilet articles including perfumes. 

Opposer claims that applicant’s mark is confusingly similar 
to each of its marks. It is conceded by applicant that the goods 
of the parties are similar, but it is denied that the marks are confus- 
ingly similar. This defines the issue. 

Testimony was taken by the parties, and concurrent decisions 
dismissing the opposition were entered by the tribunals of the 
Patent Office. 

The Commissioner of Patents found upon the evidence that 
the opposer had made use of its trade-marks long prior to the time 
when use was first made by applicant of the mark in question. He 
held that since the goods of the parties were the same, the issue 
was restricted to the disputed similarity of the marks. Upon this 
issue he found that trade-marks of which the word “Amour” was 
a part, such as Rose d'Amour, Esprit d’Amour, Reve d’Amour and 
Caresse d'Amour, had long been in public use for goods of like char- 
acter with these, and while opposer’s use of its mark antedates the 
use of these particular names, yet nevertheless long years prior 
to opposer’s adoption and use of its marks it had been the practice 
and custom to associate the word “Amour” with perfumery and its 
manufacture; that the word had thus come into use as a descriptive 
term among those familiar with perfumery, and it would be im- 
proper now to grant opposer such a broad interpretation of its 
trade-mark as would amount to an exclusive right to employ the 
word in connection with any other word or words whatsoever as a 
trade-mark upon perfumery; and moreover that the purchasing 
public has learned to distinguish ownership or origin of such goods 
by some other associated terms. Inasmuch therefore as the word 
“Charme,” taken alone, is wholly different from either “Fleurs” or 
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“Bouquet,” the Commissioner held that the marks as used were not 
deceptively similar. 

Upon a review of the record we are convinced that the Com- 
missioner’s findings and conclusions are correct. We do not think 
it necessary to enter upon a detailed discussion of the evidence and 
arguments but content ourselves with a reference to the decision 
entered below. 

The decision of the Commissioner is affirmed. 


Tue D. & C. Co., Inc. v. Everett Fruir Propvucrts Co. 
Court of Appeals of the District of Columbia 
May 26, 1927 


Traprt-MarKs—Opposition—“My-T-Fine” on Dessert Powper ann CANNED 
Fruir—Goops or Dirrerent Descriptive Properties—ApPreaLt— 
AFFIRMED. 


Prepared dessert powder and canned fruits held goods of unlike 
descriptive properties, and the Commissioners’ decision dismissing the 
opposition to the registration of the notation “My-T-Fine” on canned 
fruit was affirmed. . 


On appeal in an opposition proceeding. Affirmed. For the 
Commissioner’s decision, see 16 T. M. Rep. 253. 


E. W. Leavenworth of New York City, for appellant. 
A. E. Wallace, of Chicago, Ill., for appellee. 


Before Martin, Chief Justice, and Ross and Van Orspet, As- 
sociate Justices. 


This is a trade-mark opposition proceeding in which the oppo- 
sition was overruled and registration granted the applicant, appel- 
lee here. 


Appellant, a New York corporation, adopted “My-T-Fine” as 
a trade-mark in 1915, for prepared dessert powder or, as described 
on the sample package, ““A powder for use with milk to make pud- 
dings, fillings, etc.”” Appellee, a corporation located in the State 
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of Washington, adopted the same mark in 1916 and since has used 
it in the quite extensive sale of canned fruits. 

The Examiner of Interferences ruled that canned fruits and 
dessert powder are goods of the same descriptive properties and 
sustained the opposition. The Commissioner, in a carefully pre- 
pared opinion, found that the goods were not of the same descrip- 
tive properties and dismissed the opposition. 

Section 5 (b) of the Trade-Mark Act, 33 Stat. 724, provides 
that “trade-marks which are identical with a registered or known 
trade-mark owned and in use by another and appropriated to mer- 
chandise of the same descriptive properties, or which so nearly 
resemble a registered or known trade-mark owned and in use by 
another and appropriated to merchandise of the same descriptive 
properties as to be likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers shall not be registered.” 

“Property,” according to Century Dictionary, is “‘a peculiarity, 
peculiar nature or quality, any character always present in an in- 
dividual or a class; any essential attribute; a peculiar quality.” 
The New Standard Dictionary defines “property” as “a distin- 
guishing quality, characteristic, or mode of any substance; a 
peculiarity ; also, a permanent or necessary quality.” 

We must assume that Congress used the term “descriptive 
properties” in this registration statute in the natural and ordinary 
sense. We said in Phoenix P. §& V. Co. v. John P. Lewis & Bros., 
82 App. D. C. 285, that “two trade-marks may be said to be ap- 
propriated to merchandise of the same descriptive properties, in 
the sense meant by the statute, when the general and essential char- 
acteristics of the goods are the same.” A similar ruling was made 
in C. § J. Tire Co. v. G. J. G. Motor Car Co., 89 App. D. C. 508 
[3 T. M. Rep. 243]. See also, Beich Co. v. Kellogg Toasted Corn 
Flakes Co., 49 App. D. C. 186, 262 Fed. 640 [10 T. M. Rep. 90], 
and National Cash Register Co. v. National Paper Products Co., 
54 App. D. C. 278, 297 Fed. 351 [14 T. M. Rep. 218]. 

Having in mind the foregoing, we do not see how it reasonably 
can be said that dessert powder and canned fruits are goods of the 
same descriptive properties. As we have observed in other cases, 
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there is a sharp distinction between a statutory registration pro- 
ceeding and a suit for unfair competition. 
The decision is affirmed. 


Brack Banp Consouipatep Coat Company v. GLENN Coat Com- 
PANY AND Kanawua Brack Banp Coat Company 


Court of Appeals of the District of Columbia 
May 26, 1927 


Trape-Marks—CanceLLatTion—“Biack Banp” ror Mrinep Coat—Geo- 
GRAPHICAL TerRmM—ApPpEAL—AFFIRMAL. 

The words “Black Band,” being to a large number of people 

having to do with the mining and marketing of coal, merely descrip- 

tive and geographical, respondent had no exclusive right to the use 


thereof, and its registration of the words was rightly ordered can- 
celled. 


Appeal from a decision in a cancellation proceeding. Affirmed. 
For Commissioner’s decision, see 16 T. M. Rep. 188. 


V. E. Hodges, of Washington, D. C., for appellant. 
A. A. Lilly, of Charleston, W. Va., for appellee. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


In July, 1923, appellant applied for registration of its alleged 
trade-mark “Black Band’”’ for mined coal, alleging continuous use 
of the same in applicant’s business since June 5, 1923. On April 
1, 1924, registration was granted. 

In September, 1924, the appellees instituted a cancellation pro- 
ceeding, and in August, 1925, the Examiner of Interferences, after 
hearing the evidence, recommended that the registration be can- 
celed. This decision was affirmed by the Commissioner of Patents, 
and the registration was canceled. The instant appeal was then 
taken. 

A review of the record convinces us that in their essential 
particulars this case is similar to that of the Montevallo Mining Co. 
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v. Little Gem Coal Co., et al., 17 Fed. (2d), 688 [17 T. M. Rep. 
134], and the same decision is applicable. In that case Mr. Justice 
Van Orsdel, speaking for this court, said: 


“It appears that situated in the Cahaba Valley in Alabama is the town 
of Montevallo. This town existed long prior to the discovery of deposits 
of coal in the Cahaba Valley. It further appears that appellant and ap- 
pellee companies are both engaged in the coal-mining industry, extracting 
coal from the same seam, located in what is known as the Montevallo 
Basin, in the vicinity of the town of Montevallo. The mark is purely 
geographical, and is not subject, under the Trade-Mark Act, to registra- 


tion by either company.” 

The underlying principles in the foregoing decision are appli- 
cable here. We are accordingly led to the conclusion set out by the 
Commissioner, that “to the large number of people having to do 
with coal mining operations and the marketing of coal the words 
Black Band are merely descriptive and geographical and that this 
information and knowledge was in the possession of such people 
long before respondent’s predecessors entered the field’; and that 
no exclusive right to the use of the terms is found to belong to re- 
spondent. 


The decision of the Commissioner is affirmed. 


IN THE MATTER OF THE APPLICATION OF GoTHAM SiLk Hosiery 
Co., INc. 


Court of Appeals of the District of Columbia 


May 26, 1927 


Trape-Marxs—RervusaL To Reoister—Cotorep Sraire as TrapE-Mark on 

Hostery Hetp UNREGISTERABLE.—APPEAL—AFFIRMAL. 

A trade-mark for hosiery “consisting of a colored stripe of a nar- 
row width woven in a stocking at a point adjacent to where the upper 
welt of the stocking joins the body of the same, and parallel thereto, 
the color of the stripe being distinctively different from that of the 
stocking,” held unregisterable inasmuch as a colored strand (or stripe) 
not restricted to any color, is not a valid trade-mark. 


Appeal from a decision refusing registration of a trade-mark 
applied for by appellant. Affirmed. For the Commissioner’s deci- 
sion, see 16 T. M. ep. 133. 
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W. A. Darby, of New York City, C. M. Thomas and F. D. 
Thomas, of Washington, D. C., for appellant. 

T. A. Hostetler, of Washington, D. C., for Commissioner of 
Patents. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


The appellant company applied for registration of its alleged 
trade-mark for hosiery, “consisting of a colored stripe of a nar- 


row width woven in a stocking at a point adjacent where the upper 
welt of the stocking joins the body of the same, and parallel there- 
to, the color of the stripe being distinctively different from that of 
the stocking.’’ Continuous use of the trade-mark since March, 1911, 
was alleged by applicant. Applicant also cited a former registra- 
tion granted it in February, 1913, for a golden stripe in a stock- 
ing. It may be noted that in the former registration cited by the 
appellant the specification called for a golden stripe, whereas the 
present application contains no limitation as to the color of the 
stripe. 

Registration of the mark was refused by concurrent decisions 
in the Patent Office; from which this appeal is taken. 

We think the rejection of appellant’s application is sustained 
by In re Johns-Manville, 55 App. D. C. 142, and by the Leschen 
case, 218 Fed. 786 [1 T. M. Rep. 42], and the cases therein cited. 

In the Leschen case, supra, it was held by the Circuit Court 
of Appeals, Eighth Circuit, that a helical stripe or band of uni- 
form width and distinctive color, this color being usually red and 
produced by painting one of the strands of rope, is not a valid 
common-law trade-mark of a wire rope; and that a colored strand, 
not restricted to any color, is not a valid trade-mark. It was 
stated by Mr. Justice Sanborn that a registered trade-mark of this 
character was void, “because it was too broad, in that the Leschen 
Company sought thereby to monopolize the use, not of one, but of 
all, colors to mark its rope, and too indefinite, in that the color 
claimed was not confined to or connected with any symbol or design 
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which might be the subject of a trade-mark.” Citing 201 U. S. 170, 
171; 184 Fed. 571; 142 Fed. 289. 

In the Johns-Manville case, supra, it was held by this court 
that a mark consisting of a colored band, preferably of paper, not 
restricted to any distinctive color, placed on the inside wall and at 
one end of a section of cylindrical pipe covering, was not subject to 
registration as a trade-mark; inasmuch as the band is not restricted 
to any distinctive color, it possesses no feature, irrespective of the 
manner of application, which would tend to distinguish the goods or 
their origin. 

See also Newcomer & Lewis v. Ccriven Co., 168 Fed. 621; 
Samson Cordage Works v. Puritan Cordage Mills, 211 Fed. 603 
[4 T. M. Rep. 225]; Gandy Belting Co. v. Victor-Balata Co., 215 
Fed. 795 [4 T. M. Rep. 506]. 

The present case is ruled by the foregoing authorities; the 
decision of the Commissioner of Patents is accordingly affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—No Showing of Damage 


Kinnan, F. A. C.: (For the Commissioner’s decision on mo- 
tion to dismiss, see 17 T. M. Rep. 62.) This case comes on for 
review, on appeal of the registrant, The Bryant Heater and Manu- 
facturing Company, of the decision of the Examiner of Interfer- 
ences sustaining the petition for cancellation of the trade-mark 
registration issued to The Bryant Heater and Manufacturing Com- 
pany and recommending the cancellation of the latter. 

This registration was effected under the provisions of the 
Act of March 19, 1920 and the mark shown consists of the word 
“Bryant.” The goods upon which it is used are stated to be 
gas regulators, fluid controlled governors, tank heaters, etc. The 
application for registration was filed June 4, 1925 and the registra- 
tion issued September, 1925. 

Appeal was also taken by the registrant from the refusal of 
the Examiner of Interferences to admit a certified copy of an 
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order entered by the Court of Common Pleas of Cuyahoga County, 
Ohio. 

The petitioner urges that both appeals should be dismissed. 

A motion to dismiss these appeals was considered by me and 
denied on December 6, 1926. No reason is seen for modifying that 
decision. 

The answer of the registrant states that litigation was instituted 
by registrant against petitioner in the Common Pleas Court of the 
County of Cuyahoga, Ohio, by reason of which the petitioner was 
enjoined from its unfair trade practices and also states that further 
litigation was instituted by the registrant against the petitioner in 
the United States District Court for the Northern District of Ohio. 

The petitioner introduced as its Exhibits 41 and 42 a certified 
copy of the bill of complaint and the decree entered in a suit in 
the United States District Court for the Northern District of 
Ohio, which counsel, in introducing these exhibits, stated that the 
suit in the United States Dstrict Court referred to in registrant's 
answer. That bill alleges that there had been a prior suit between 
these parties in the Common Pleas Court of Cuyahoga County and 
the decree states that there was identity of parties and subject 
matter between the two cases. 

In view of this record it is thought that the certified copy 
of the journal entry of the Court of Common Pleas of Cuyahoga 
County, Ohio, should have been admitted, even though it was filed 
only shortly before the date of final hearing. The formal admis- 
sion is not necessary, however, to the determination of this appeal. 

The registration here in question was, as above noted, effected 
under the Act of March 19, 1920. Section 2 of that act provides 
“That whenever any person shall deem himself injured by the 
inclusion of a trade-mark on this register, he may at any time 
apply to the Commissioner of Patents to cancel the registration 
thereof.” 

It is well settled that a mere allegation of belief of damage 
is not sufficient, but that facts must be set up from which it shall 
appear that damage would result and that such damage must be 
found in order to sustain the cancellation of the registration. 
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E. McIlhenny’s Sons v. New Iberia Extract of Tabasco Pepper 
Company, Ltd., 133 O. G. 995, 30 App. D. C. 337 [3 T. M. 
Rep. 139]; Skene v. The Marinello Company, 286 O. G. 203, 50 
App. D. C. 265 [11 T. M. Rep. 110]. 

According to the testimony of Schneider, one of the witness 
for petitioner, the name of the C. L. Bryant Boiler Company 
was changed in March, 1925 to C. L. Bryant Corporation. The 
name plate, which was introduced in evidence as petitioner's Ex- 
hibit 35, bears the words 


“C. L. Bryant, Hot Water Generator” 


and the name of the company as the manufacturer. Schneider 
states that this plate was used up to the time, March, 1925, of 
changing to the new name (Q. 29). A new name plate was then 
adopted and there is nothing to show that after March, 1925 
the name Bryant was ever used by petitioner in connection with 
the name of the goods. 

The certified copy of the order of the Court of Common 
Pleas shows that the C. L. Bryant Boiler Company and C. L. 
Bryant were specifically enjoined from “using the name ‘C. L. 
Bryant’ or the name ‘Bryant’ in immediate conjunction with the 
words ‘boiler,’ ‘gas heater’ or ‘heater’ in their circulars,” etc., and 
“from using the aforementioned combinations of name and word 
in the conduct of their business as constituting the trade-name or 
designation of any of the products manufactured or sold” by them. 
But aside from this decree of the Ohio Court, it appears fully 
established that neither at the time the registration was issued 
nor at the time the petition was filed nor subsequently was the 
petitioner using the name “Bryant” in any trade-mark sense. 
This being true, it is not seen how the petitioner is in any way 
damaged by the registration. Petitioner having thus been unable 
to show any damage within the meaning of the statute, no ground 
has been established for cancelling the registration. 

The decision of the Examiner of Interferences is reversed 
and it is held that the registration should not be cancelled.' 


1C. L. Bryant Corporation v. The Bryant Heater and Manufacturing 
Company, 151 M. D. —, Jan. 18, 1927. 
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Kinnan, F. A. C.: Held that the prior use by Albert G. 
Groglewski & Co., Inc., of the picture of a bear, accompanied 
by the words “Bear Brand Salve,” as applied to salves, liniments, 
etc., does not constitute sufficient ground for canceling the registra- 
tion by Central Drug Store, Ltd. (succeeded by Bear Balsam 
Products Co.), as a trade-mark for the same goods, of a mark 
comprising the representation of a landscape including the trunks 









of two trees, with a hunter in the foreground in the act of dis- 






charging a gun pointed at a bear, and the words “Bear Balsam.” 

The ground of the decision is that neither of the parties 
was the first to use the picture of a bear as a trade-mark for 
many kinds of goods, including goods in the same class as those 
of the parties hereto, and that the testimony did not show any 
confusion in trade, although the two parties had used these marks 








for many years and were located within sixty miles of each 







other. 

In his decision, after referring to the fact that neither party 
was the first to use the picture of a bear or the name “Bear” on 
goods of the character involved in this case, the First Assistant 






Commissioner said: 






“It appears further that both parties have been in business in the 
same state within sixty miles of each other for thirty years or more and 
there is no evidence of actual confusion. The petitioner has not attempted 
to show exclusive rights in the picture of the bear or in the name “Bear,” 
and having failed to show, as above noted, any actual confusion during 
this long period, it would appear that damage to the petitioner is not 
probable. Purchasers, so far as anything in this record discloses, have not 
confused the registrant’s composite mark with the landscape, the trees, 
the hunter and the bear with the petitioner’s mark consisting of the pic- 
ture of the bear and the words “Bear Salve.” 












Cancellation—No Trade-Mark Use 








The is an appeal by C. L. Bryant from the decision of the 
Examiner of Interferences dismissing his petition for cancellation 
of the registration obtained under the Act of 1920 by The Bryant 
Heater and Manufacturing Company. 


It very clearly appears from the record that C. L. Bryant 









? Albert G. Grobelewski & Co., Inc. v. Central Drug Store, Ltd., 151 
M. D. 468, May 16, 1927. 





310 SEVENTEEN TRADE-MARK REPORTER 


himself had made no trade-mark use of the name “Bryant” at any 
time. The decision of the Examiner of Interferences dismissing 
the petition for cancellation is therefore correct. 

The decision of the Examiner of Interferences is affirmed.* 


Cancellation—Prior Registration 


Kinnan, F. A. C.: Held that, where a petitioner for cancella- 
tion pleaded in his petition a prior registration granted to him, 
judicial notice should be taken of such registration and the Ex- 
aminer of Interferences should decide whether, in view thereof, 
the later registration sought to be canceled was properly issued. 

In his decision, after stating that in the ex parte prosecution 
of the application for registration it was necessary for the Ex- 
aminer of Trade-Marks to consider the prior registration, the First 
Assistant Commissioner said: 


“It would seem, upon petition of the owner and user of the earlier 
registered mark, that the Examiner of Interferences should determine 
whether the later registration was properly granted. The earlier registra- 


tion by the party Gillman is prima facie evidence of ownership of the 
mark and unless the respondent overcomes that prima facie evidence, the 
Office would seem to be justified in considering its own records to the 
extent of determining whether the respondent’s mark should have been 
registered and, if that registration be determined to have been unwar- 
ranted, it should be canceled.‘ 


*C. L. Bryant v. The Bryant Heater and Manufacturing Company, 
151 M. D. —, Jan. 18, 1927. 


‘Gillman v. Love and Lindblad, 151 M. D. 465, May 5, 1927. 





